Remarks 

The Office Action states that the oath is defective for failure to state the 
city and country of residence of each inventor. Applicant respectfully submits that this 
information was previously filed in an Application Data sheet and is now correctly 
reflected on the official filing receipt. Copies of the data sheet and filing receipt are 
enclosed for the Examiner's convenience. 

Applicant has corrected the unnecessary period in "ng./ml" where 
appropriate and the misspelling of "wk" in the specification. 

Claims 1, 2, 4-6, 14, 15, and 17 are currently pending. 

New claims, Claims 29-36 are added. Applicant submits these claims 
are free of the art and enabled under §112, first paragraph. 

Rejections under 35 USC §112 

Claims 1, 2, 4-6, 14, 15, and 17 have been rejected under 35 USC §112, 
first paragraph, as not providing enablement as to compounds other than FK506, V- 
10,367 or cyclosporin A, for treatment of diseases other than stroke, Huntington's 
disease and Parkinson's disease. Applicant has amended Claims 1 and 14 to recite 
"immunosuppressive compounds", and as amended, these claims do not embrace the 
use of V- 10,3 67. Applicant respectfully otherwise traverses this basis of rejection in 
both aspects. 

First, as to the use of compounds other than FK506 or cyclosporin A, 
Applicant respectfully submits that one skilled in the art would be able to determine 
how to use other compounds having an affinity for immunophilins, and the appropriate 
concentration to use, based on the guidance provided in the specification and 
information generally available and known in the art. The specification at page 7 
describes the amounts of these compounds needed during culturing of the cells. The 
amounts shown are nanogram amounts, well below the amounts shown in the literature 
as having toxic effects. Based on the guidance provided, one skilled in the art can run 
comparative tests that are routinely used to assess neurite function to determine the 
appropriate concentration to use. 

The specification also describes at page 6 numerous assays that can be 
conducted to determine the ability of a compound to bind immunophilins, and side by 
side comparisons can easily be run to determine the relative potency of the compound in 
question. Such testing is routine and well within the ability of one skilled in the art. 
Moreover, such testing is not undue, when considered in light of the testing that was 
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carried out in In re Wands, and found to be acceptable by the Federal Circuit in that 
case. 

Further, comparative data is readily available. The Wright et al. paper 
provided by the Examiner, entitled "A comparison of the sensitivity of pig and human 
peripheral blood mononuclear cells to the antiproliferative effects of traditional and 
newer immunosuppressive agents'" provides IC 5 o values for many compounds, including 
rapamycin and FK506, thus providing guidance to one skilled in the art on relative 
potencies. Applicant submits that one skilled in the art could determine how to use 
other compounds in the methods of the present invention, based on the guidance 
provided and information known in the art. Accordingly, Applicant respectfully 
submits that the pending claims are enabled as to the use of compounds in addition to 
those mentioned by the Examiner (FK506 and cyclosporin A) and requests withdrawal 
of this basis of rejection. 

Applicant has amended Claims 1 and 14 to recite "neurodegenerative 
illnesses of the central nervous system ". Applicant respectfully submits that the 
pending claims are enabled as to treatment of neurodegenerative diseases of the central 
nervous system, including, for example, diseases such as amyotrophic lateral sclerosis 
(ALS) and Alzheimer's disease, in addition to stroke, Parkinson's disease (PD) and 
Huntington's disease (HD), as conceded by the Examiner. It is submitted that one 
skilled in the art would be able to use the methods of the present invention in treatment 
of these diseases. 

The specification provides guidance on placement of the implant at page 
9, lines 13-15, and states that depending on the disease to be treated, the implant will be 
in the putamen, striatum, mesencephalon or other regions of the brain. The location of 
lesions in the brain in diseases of the central nervous system is either already known 
(for the above listed diseases) or can readily be determined with currently available 
imaging methods such as MRI (see Dinsmore, 6,140,1 16, at col. 52, lines 46 onward, 
for a discussion of methods of localizing the lesions). Thus, one skilled in the art would 
be able to determine where to locate the implant, e.g., at the site of lesion. Methods of 
transplanting cells generally into the brain are known to those skilled in the art, as can 
also be seen in Dinsmore; Dinsmore describes in great detail methods of transplanting 
cells into monkey and rat brains, and also describes routine tests that can be carried out 
to determine the success (long term functional improvement) of the transplant. Other 
references cited by the Examiner also indicate that methods of cell transplantation are 
well known in the art. 
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The Examiner cites a reference (Fricker-Gates et al.(2001)) as indicative 
of the complexity and uncertainty of the art of cell transplantation. This reference lists 
several factors which must be taken into consideration, to ensure or enhance survival of 
the transplant material. These factors include the source of the transplant material, the 
developmental stage of the cells, agents used to enrich the cell transplant culture, the 
location of the transplantation, and the agents used to ensure or enhance survival of the 
transplant material after transplant. However, in the present situation, Applicant has 
considerably reduced the uncertainty, by providing specific guidance on all of the above 
factors; use of human cells, second trimester embryonic stage, and use of specific 
compounds and amounts which have been demonstrated to enrich the cells in culture 
and which will promote survival and integration in vivo. 

Finally, and as conceded by the Examiner, cell transplantation has been 
demonstrated to be a clinically successful method of treatment in several neuro- 
degenerative diseases of the central nervous system, thus firmly establishing it as a 
viable and desirable option for treatment of any disease in this category. The Examiner 
has not provided a precedent requiring that an invention be proven operable in all 
embodiments, or that the steps required for practicing the invention result in success in 
every instance. Indeed, in In re Wands ', when the inventors carried out the steps 
required to produce monoclonal antibodies, their success rate was 44%, a rate that was 
considered acceptable by the Federal Circuit. 

Based on the information provided and that available and known to one 
skilled in the art, Applicant respectfully submits that the present claims are enabled as to 
treatment of neurodegenerative diseases of the central nervous system. Applicant 
respectfully requests withdrawal of this basis of rejection. 

Claims 2, 5, 6 and 15 have been rejected under 35 USC §112, second 
paragraph, as being indefinite for failing to include dosage amounts. As amended, 
Claims 1 and 14, from which 2, 5, 6 and 15 depend, now recite that an effective amount 
(for culturing cells or administering to a patient during transplantation) is that amount 
needed to promote growth, survival and integration of the transplanted cells. The 
amounts necessary for accomplishing these goals is clearly set forth in the specification 
at page 7 onward, with amounts for culture and administration during transplantation in 
the range of about 1- 50 ng/ml, etc. According to the MPEP at 2173.05(c), this 
terminology is acceptable, and Applicant respectfully requests withdrawal of this basis 
of rejection. 
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Claims 5 and 6 were also rejected as indefinite for use of the term 
"biological equivalents". The specification at page 7 defines what meant by the use of 
this phrase. Accordingly, this phrase is not indefinite, and Applicant requests 
withdrawal of this basis of rejection. 

Rejections under 35 USC §103 

Claims 1, 2, 4-6, 14, 15 and 17 were rejected under 35 USC §103 as 
obvious in view of Dinsmore, White and Constantini. Applicant respectfully traverses 
this rejection and submits that the present claims, as amended, are not obvious in view 
of this combination of references. 

Dinsmore teaches at col. 22, lines 13-15, that FK506 should be used in 
amounts effective "to achieve the desired therapeutic effect (e.g. inhibition of rejection 
of transplanted cells (emphasis added))". Recommended dosages for administration to 
patients (not directly relevant to pending claims, as this is administration after 
transplantation) are in the range of 1-30 mg/kg/day, as compared to the dosages 
suggested in the present invention, which are much lower, from 0.03 to 1 mg/kg/day. 
Dinsmore does not disclose any dosages at all when describing that compounds such as 
FK506 can be used during culture of the cells, and does not describe suitable dosages 
when such compounds are used in the cell suspension media during transplantation. 
Thus, Dinsmore does not teach this claim limitation. 

White does not teach the use of immunophilin binding drugs, only 
neuroprotective factors, and Constantini does not teach the use of immunosuppressive 
compounds, as GP-146 is not immunosuppressive. Therefore, these references cannot 
be combined to arrive at the present invention. 

There are other reasons why one skilled in the art would not look to the 
cited references and combine them, as has the Examiner. Most importantly, Dinsmore, 
the primary reference, teaches the use of porcine fetal cells. Dinsmore acknowledges 
that use of porcine cells will result in stimulation of an immune response against the 
cells, and thus includes modification of at least one antigen on the surface of the porcine 
cells, as an aspect of that invention. No guidance is provided on the use of any cells 
other than porcine cells, or the modifications which may (or may not) be necessary to 
avoid an immune response. Constantini, which does use FK506, administers it at 
dosages comparable to human immunosuppressive doses. 

The Federal Circuit has stated that "the mere fact that disclosures or 
teachings of the prior art can be retrospectively combined for the purpose of evaluating 
obviousness/ nonobviousness issue does not make the combination set forth in the 
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invention obvious, unless the art also suggested the desirability of the combination . . 
Rite-Hite Corp. v Kelly Co., 819 F.2d 1 120 (Fed. Cir. 1987). Similarly, the court in, In 
re VaecK 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991), stated that "both the 
suggestion [to make the claimed apparatus] and the reasonable expectation of success 
must be found in the prior art, not in the applicant's disclosure." Copies of both cases 
are enclosed for the Examiner's convenience. Here, there is no suggestion that the cited 
references should be combined, nor do the references provide the missing teachings. 

As amended, Claims 1,2, 14 and 15 recite that an immunosuppressive 
compound is used, in an amount effective to increase neuronal cell growth, survival and 
integration, during culturing of the cells or during transplantation, as part of the cell 
suspension media. None of the cited references teach these aspects of the invention, and 
therefore they cannot be combined to produce this result. More specifically, none of the 
references teach that any of the compounds described as suitable for promoting neuronal 
growth (to the extent that immunosuppressive compounds are even described) can be 
used in nanogram amounts to promote neuronal growth, survival and integration, as 
presently claimed. Applicant respectfully submits that amended Claims 1, 2, 4-6, 14, 15 
and 17 are not obvious in view of these references and requests withdrawal of this basis 
of rejection. 

Summary 

As all outstanding issues have been addressed, Applicant submits that 
Claims 1, 2, 4-6, 14, 15 and 17 are in condition for allowance; such action is 
respectfully requested at an early date. 




Debra Z. AnderWn 
Registration No. 44,508 
Eckert Seamans Cherin & Mellott, LLC 
600 Grant Street, 44th Floor 
Pittsburgh, PA 15219 
412-566-1910 Attorney for Applicants 
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LEXSEE 947 Ed 488 

IN RE MARK A. VAECK, WIPA CHUNGJATUPORNCHAI and LEE MCINTOSH 

No. 91-1120 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
947 F.2d 488; 1991 U.S. App. LEXIS 24846; 20 U.S.RQ.2D (BNA) 1438 
October 21, 1991, Decided 



PRIOR HISTORY: 

Appealed from: United States Patent and 
Trademark Office Board of Patent Appeals and 
Interferences. 

DISPOSITION: 

Affirmed in Part, Reversed in Part. 



CASE SUMMARY 



PROCEDURAL POSTURE: Appellant sought review 
of a decision of the United States Patent and Trademark 
Office Board of Patent Appeals and Interferences, which 
rejected claims as unpatentable under 35 U.S.C.S. § 103 
and 35 U.S.C.S. § 112, because invention was prima 
facie obvious, and disclosure was not enabling. 



OVERVIEW: Appellant sought review of the rejection 
of claims under 35 U.S.C.S. § 103 and 35 U.S.C.S. § 
112, as prima facie obvious, and not enabling, in ap- 
plication for genetic engineering technique for produc- 
tion of insecticidal proteins. Board of Patent Appears 
applied eleven prior art references against claims. The 
court reversed rejection based on obviousness for fail- 
ure to establish prima facie case, because prior art of- 
fered no suggestion of substitution that was difference 
between claimed invention and prior art, and reasonable 
expectation of success was not present. The court af- 
firmed rejection based on enablement, holding there was 
no reasonable correlation between narrow disclosure in 
specification and broad scope of protection sought, be- 
cause disclosure did not enable one of ordinary skill to 
make and use invention as recited in claims, without 
undue experimentation. 

OUTCOME: Rejection of claims for obviousness was 
reversed, because suggestion and reasonable expectation 



of success was not present in prior art. Rejection based 
on enablement affirmed, because disclosure did not en- 
able one of ordinary skill to make and use invention 
without undue experimentation. 



CORE CONCEPTS 



Nonobviousness 



Tests & Proof of 
Jurisdiction & Review : Standards of 



Patent Law 
Obviousness 
Patent Law 
Review 

Obviousness, within the meaning of 35 U.S.C.S. § 103, 
is a legal question which the court independently re- 
views, though based upon underlying factual findings 
which the court reviews under the clearly erroneous stan- 
dard. 

Patent Law : Nonobviousness : Tests & Proof of 
Obviousness 

Where claimed subject matter has been rejected as obvi- 
ous in view of a combination of prior art references, a 
proper analysis under 35 U.S.C.S. § 103 requires, inter 
alia, consideration of two factors: (1) whether the prior 
art would have suggested to those of ordinary skill in the 
art that they should make the claimed composition or de- 
vice, or carry out the claimed process; and (2) whether 
the prior art would also have revealed that in so making 
or carrying out, those of ordinary skill would have a rea- 
sonable expectation of success. Both the suggestion and 
the reasonable expectation of success must be founded 
in the prior art, not in the applicant's disclosure. 

Patent Law : Specification & Claims : Enablement 
Requirement 

The first paragraph of 35 U.S.C.S. § 1 12 requires, inter 
alia, that the specification of a patent enable any person 
skilled in the art to which it pertains to make and use 
the claimed invention. Although the statute does not say 
so, enablement requires that the specification teach those 
in the art to make and use the invention without undue 
experimentation. That some experimentation may be re- 
quired is not fatal; the issue is whether the amount of 
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experimentation required is undue. 

Patent Law : Specification & Claims : Enablement 
Requirement 

Patent Law : Jurisdiction & Review : Standards of 
Review 

Enablement is a question of law, which the court in- 
dependently reviews, although based upon underlying 
factual findings, which the court reviews for clear error. 

Patent Law : Specification & Claims : Enablement 
Requirement 

Patent Law : (7.5. Patent & Trademark Office 
Prosecution Procedures : Filing Requirements 
Patent applicants are not required to disclose every 
species encompassed by their claims, even in an unpre- 
dictable art. However, there must be sufficient disclo- 
sure, either through illustrative examples or terminol- 
ogy, to teach those of ordinary skill how to make and 
how to use the invention as broadly as it is claimed. The 
disclosure must adequately guide the art worker to de- 
termine, without undue experimentation, which species 
among all those encompassed by the claimed genus pos- 
sess the disclosed utility. Where a claimed genus repre- 
sents a diverse and relatively poorly understood group 
of microorganisms, the required level of disclosure will 
be greater than, for example, the disclosure of an inven- 
tion involving a predictable factor such as a mechanical 
or electrical element. 

COUNSEL: 

Ian C McLeod, Ian C. McLeod, P.C, of Okemos, 
Michigan, argued for Appellant. 

Teddy S. Gron, Associate Solicitor, Office of the 
Solicitor, of Arlington, Virginia, argued for Appellee. 
With him on the brief were Fred E. McKelvey, Solicitor 
and Richard E. Schafer, Associate Solicitor. 

JUDGES: 

Rich, Archer, and Mayer, Circuit Judges. Mayer, 
Circuit Judge, dissenting. 

OPINIONBY: 
RICH 

OPINION: 

[*489] RICH, Circuit Judge 

This appeal is from the September 12, 1990 deci- 
sion of the Patent and Trademark Office (PTO) Board of 
Patent Appeals and Interferences (Board), affirming the 
examiner's rejection of claims 1-48 and 50-52 of ap- 
plication Serial No. 07/021,405, filed March 4, 1987, 
titled "Hybrid Genes Incorporating a DNA Fragment 



Containing a Gene Coding for an Insecticidal Protein, 
Plasmids, Transformed Cyanobacteria Expressing Such 
Protein and Method for Use as a Biocontrol Agent" as 
unpatentable under 35 U.S. C. § 103, as well as the rejec- 
tion of claims 1-48 and 50-51 under 35 U.S.C § 112, 
first paragraph, for lack of enablement. We reverse the 
§ 103 rejection. The § 112 rejection is affirmed in part 
[**2] and reversed in part. 

BACKGROUND 

A. The Invention 

The claimed invention is directed to the use of genetic 
engineering techniques nl for production of proteins that 
are toxic to insects such as larvae of mosquitos and black 
flies. These swamp-dwelling pests are the source of nu- 
merous human health problems, including malaria. It 
is known that certain species of the naturally-occurring 
Bacillus genus of bacteria produce proteins ("endotox- 
ins") that are toxic to these insects. Prior art methods of 
combatting the insects involved spreading or spraying 
crystalline spores of the insecticidal Bacillus proteins 
over swamps. The spores were environmentally unsta- 
ble, however, and would often sink to the bottom of 
a swamp before being consumed, thus rendering this 
method prohibitively expensive. Hence the need for a 
lower-cost method of producing the insecticidal Bacillus 
proteins in high volume, with application in a more sta- 
ble vehicle. 

nl Basic vocabulary and techniques for gene 
cloning and expression have been described in 
In re O'Farrell, 853 F.2d 894, 895-99, 7 
US.P.Q.2D (BNA) 1673, 1674-77 (Fed. Cir. 
1988), and are not repeated here. 

[**3] 

As described by appellants, the claimed subject mat- 
ter meets this need by providing for the production of the 
insecticidal Bacillus proteins within host cyanobacteria. 
Although both cyanobacteria and bacteria are members 
of the procaryote n2 kingdom, the cyanobacteria (which 
in the past have been referred to as "blue-green algae") 
are unique among procaryotes in that the cyanobacteria 
are capable of oxygenic photosynthesis. The cyanobacte- 
ria grow on top of swamps where they are consumed by 
mosquitos and black flies. Thus, when Bacillus proteins 
are produced within [*490] transformed n3 cyanobac- 
terial hosts according to the claimed invention, the pres- 
ence of the insecticide in the food of the targeted insects 
advantageously guarantees direct uptake by the insects. 

n2 All living cells can be classified into one 
of two broad groups, procaryotes and eucaryotes. 
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[**4] 



The procaryotes comprise organisms formed of 
cells that do not have a distinct nucleus; their DN A 
floats throughout the cellular cytoplasm. In con- 
trast, the cells of eucaryotic organisms such as 
man, other animals, plants, protozoa, algae and 
yeast have a distinct nucleus wherein their DNA 
resides. 

n3 "Transformed " cyanobacteria are those that 
have successfully taken up the foreign Bacillus 
DNA such that the DNA information has become 
a permanent part of the host cyanobacteria, to be 
replicated as new cyanobacteria are generated. 



More particularly, the subject matter of the applica- 
tion on appeal includes a chimeric (i.e., hybrid) gene 
comprising (1) a gene derived from a bacterium of the 
Bacillus genus whose product is an insecticidal protein, 
united with (2) a DNA promoter effective for expressing 
n4 the Bacillus gene in a host cyanobacterium, so as to 
produce the desired insecticidal protein. 

N4 "Expression" of a gene refers to the pro- 
duction of the protein which the gene encodes; 
more specifically, it is the process of transferring 
information from a gene (which consists of DNA) 
via messenger RN A to ribosomes where a specific 
protein is made. 

The claims on appeal are 1-48 and 50-52, all claims 
remaining in the [**5] application. Claim 1 reads: 

1. A chimeric gene capable of being expressed in 
Cyanobacteria cells comprising: 

(a) a DNA fragment comprising a promoter region which 
is effective for expression of a DNA fragment in a 
Cyanobacterium; and 

(b) at least one DNA fragment coding for an insecti- 
cidally active protein produced by a Bacillus strain, or 
coding for an insecticidally active truncated form of the 
above protein or coding for a protein having substantial 
sequence homology to the active protein, 



the DNA fragments being linked so that the gene is 
expressed. 

Claims 2-15, which depend from claim 1, recite pre- 
ferred Bacillus species, promoters, and selectable mark- 
ers. n5 Independent claim 16 and claims 17-31 which 
depend therefrom are directed to a hybrid plasmid vec- 
tor which includes the chimeric gene of claim 1 . Claim 
32 recites a bacterial strain. Independent claim 33 and 
claims 34-48 which depend therefrom recite a cyanobac- 
terium which expresses the chimeric gene of claim 1. 



Claims 50-51 recite an insecticidal composition. Claim 
52 recites a particular plasmid that appellants have de- 
posited. 

n5 In the context of the claimed invention, 
"selectable markers" or "marker genes" refer to 
antibiotic-resistance conferring DNA fragments, 
attached to the gene being expressed, which fa- 
cilitate the selection of successfully transformed 
cyanobacteria. 

[**6] 

B. Appellants' Disclosure 

In addition to describing the claimed invention 
in generic terms, appellants' specification discloses 
two particular species of Bacillus (B. thuringien- 
sis, B. sphaericus) as sourees of insecticidal pro- 
tein; and nine genera of cyanobacteria (Synechocystis, 
Anacystis, Synechococcus, Agmenellum, Aphanocapsa, 
Gloecapsa, Nostoc, Anabaena and Ffremyllia) as useful 
hosts. 

The working examples relevant to the claims on 
appeal detail the transformation of a single strain of 
cyanobacteria, i.e. , Synechocystis 6803. In one example, 
Synechocystis 6803 cells are transformed with a plasmid 
comprising (1) a gene encoding a particular insectici- 
dal protein ("B.t. 8") from Bacillus thuringiensis var. 
israelensis, linked to (2) a particular promoter, the P[L] 
promoter from the bacteriophage Lambda (a virus of E. 
coli). In another example, a different promoter, i.e., the 
Synechocystis 6803 promoter for the rubisco operon, is 
utilized instead of the Lambda P[L] promoter. 

C. The Prior Art 

A total of eleven prior art references were cited and 
applied, in various combinations, against the claims on 
appeal. 

The focus of Dzelzkalns, n6 [**7] the primary ref- 
erence cited against all of the rejected claims, is to deter- 
mine whether chloroplast promoter sequences can func- 
tion in cyanobacteria. To that end Dzelzkalns discloses 
the expression in cyanobacteria of a chimeric gene com- 
prising a chloroplast promoter [*491] sequence fused 
to a gene encoding the enzyme chloramphenicol acetyl 
transferase (CAT). n7 Importantly, Dzelzkalns teaches 
the use of the CAT gene as a "marker" gene; this use of 
antibiotic resistance-conferring genes for selection pur- 
poses is a common technique in genetic engineering. 

n6 12 Nucleic Acids Res. 8917 (1984). 

n7 Chloramphenicol is an antibiotic; CAT is an 
enzyme which destroys chloramphenicol and thus 
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imparts resistance thereto. 

Sekar I, n8 Sekar II, n9 and Ganesan nlO collectively 
disclose expression of genes encoding certain Bacillus 
insecticidal proteins in the bacterial hosts B. megaterium, 
B. subtilis and E. coli. 

n8 137 Biochem. and Biophys. Res. Comm. 
748 (1986). 

[**8] 

n9 33 Gene 151 (1985). 

nlO 189 Mol Gen. Genet. 181 (1983). 

Friedberg nil discloses the transformation of the 
cyanobacteriumy4/2acy5/z5 nidulans R2 by a plasmid vec- 
tor comprising the 0[L]P[L] operator-promoter region 
and a temperature-sensitive repressor gene of the bacte- 
riophage Lambda. While the cyanobacteria are attractive 
organisms for the cloning of genes involved in photosyn- 
thesis, Friedberg states, problems may still be encoun- 
tered such as suboptimal expression of the cloned gene, 
detrimental effects on cell growth of over-expressed, 
highly hydrophobic proteins, and rapid turnover of some 
gene products. To address these problems, Friedberg 
teaches the use of the disclosed Lambda regulatory sig- 
nals in plasmid vehicles which, it states, have "consider- 
able potential for use as vectors the expression of which 
can be controlled in Anacystis — " 

nil 203 Mol. Gen. Genet. 505 (1986). 

Miller nl2 compares [**9] the initiation speci- 
ficities in vitro of DNA-dependent RNA polymerases 
nl3 purified from two different species of cyanobacteria 
(Fremyella diplosiphon and Anacystis nidulans), as well 
as from E. coli. 

nl2 140 /. Bacteriology 246 (1979). 

nl3 RNA polymerase, the enzyme responsible 
for making RNA from DNA, binds at specific nu- 
cleotide sequences (promoters) in front of genes in 
DNA, and then moves through the gene making 
an RNA molecule that includes the information 
contained in the gene. Initiation specificity is the 
ability of the RNA polymerase to initiate this pro- 
cess specifically at a site(s) on the DNA template. 

Nierzwicki -Bauer nl4 identifies in the cyanobac- 
terium Anabaena 7120 the start site for transcription 
of the gene encoding rbcL, the large subunit of the en- 
zyme ribulose-l,5-bisphosphate carboxylase. It reports 
that the nucleotide sequence 14-8 base pairs preceding 

LexisNexis™ f$ 



the transcription start site "resembles a good Escherichia 
coli promoter, " but that the sequence 35 base pairs before 
the [**10] start site does not. 

nl4 81 Proc. Natl. Acad. Sci. USA 5961 
(1984). 

Chauvat n!5 discloses host-vector systems for gene 
cloning in the cyanobacterium Synechocystis 6803, in 
which the antibiotic resistance-conferring neo gene is 
utilized as a selectable marker. 

nl5 204 Mol. Gen. Genet. 185 (1986). 

Reiss nl6 studies expression in E. coli of various 
proteins formed by fusion of certain foreign DNA se- 
quences with the neo gene. 

nl6 30 Ge/ie 211 (1984). 

Kolowsky nl7 discloses chimeric plasmids designed 
for transformation of the cyanobacterium Synechococcus 
R2, comprising an antibiotic-resistant gene linked to 
chromosomal DNA from the Synechococcus cyanobac- 
terium. 

nl7 27 Gene 289(1984). 

[**11] 

Barnes, United States Patent No. 4,695,455, is di- 
rected to the treatment with stabilizing chemical reagents 
of pesticides produced by expression of heterologous 
genes (such as those encoding Bacillus proteins) in host 
microbial cells such as Pseudomonas bacteria. The host 
cells are killed by this treatment, but the resulting pesti- 
cidal compositions exhibit prolonged toxic activity when 
exposed to the environment of target pests. 

[*492] D. The Grounds of Rejection 

1. The § 103 Rejections 

Claims 1-6, 16-21, 33-38, 47-48 and 52 (which 
include all independent claims in the application) were 
rejected as unpatentable under 35 U.S.C. § 103 based 
upon Dzelzkalns in view of Sekar I or Sekar II and 
,.Ganesan. The examiner stated thateDzelzkalns discloses 
a chimeric gene capable of being highly expressed in a 
cyanobacterium, said gene comprising a promoter region 
effective for expression in a cyanobacterium operably 
linked to a structural gene encoding CAT. The examiner 
acknowledged that the chimeric gene and transformed 
host of Dzelzkalns differ from the claimed invention 
in that the former's structural gene encodes CAT rather 
than insecticidally active protein. However, the exam- 
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iner pointed [**12] out, Sekar I, Sekar II, and Ganesan 
teach genes encoding insecticidally active proteins pro- 
duced by Bacillus, and the advantages of expressing 
such genes in heterologous nl8 hosts to obtain larger 
quantities of the protein. The examiner contended that 
it would have been obvious to one of ordinary skill in 
the art to substitute the Bacillus genes taught by Sekar 
I, Sekar II, and Ganesan for the CAT gene in the vectors 
of Dzelzkalns in order to obtain high level expression 
of the Bacillus genes in the transformed cyanobacteria. 
The examiner further contended that it would have been 
obvious to use cyanobacteria as heterologous hosts for 
expression of the claimed genes due to the ability of 
cyanobacteria to serve as transformed hosts for the ex- 
pression of heterologous genes. In the absence of evi- 
dence to the contrary, the examiner contended, the in- 
vention as a whole was prima facie obvious. 

nl8 Denotes different species or organism. 

Additional rejections were entered against various 
groups of dependent claims [**13] which we need not 
address here. AH additional rejections were made in view 
of Dzelzkalns in combination with Sekar I, Sekar II, 
and Ganesan, and further in view of other references 
discussed in Part C above. 

The Board affirmed the § 103 rejections, basically 
adopting the examiner's Answer as its opinion while 
adding a few comments. The legal conclusion of obvi- 
ousness does not require absolute certainty, the Board 
added, but only a reasonable expectation of success, cit- 
ing In re O'Farrell, 853 F.2d 894, 7 U.S.P.Q.2D (BNA) 
1673 (Fed. Cir. 1988). In view of the disclosures of the 
prior art, the Board concluded, one of ordinary skill in 
the art would have been motivated by a reasonable ex- 
pectation of success to make the substitution suggested 
by the examiner. 

2. The § 112 Rejection 

The examiner also rejected claims 1-48 and 50-51 
under 35 U. S.C. § 1 12, first paragraph, on the ground 
that the disclosure was enabling only for claims lim- 
ited in accordance with the specification as filed. Citing 
Manual of Patent Examining Procedure (MPEP) provi- 
sions 706.03(n) nl9 and (z) n20 as support, the examiner 
took the position that undue experimentation would be 
required of [**14] the art worker to practice the claimed 
invention, in view of the unpredictability in the art, the 
breadth of the claims, the limited number of working 
examples and the limited guidance provided [*493] in 
the specification. With respect to unpredictability, the 
examiner stated that 

the cyanobacteria comprise a large and diverse 



group of photosynthetic bacteria including large num- 
bers of species in some 150 different genera including 
Synechocystis, Anacystis, Synechococcus, Agmenellum, 
Nostoc, Anabaena, etc. The molecular biology of these 
organisms has only recently become the subject of in- 
tensive investigation and this work is limited to a few 
genera. Therefore the level of unpredictability regarding 
heterologous gene expression in this large, diverse and 
relatively poorly studied group of procaryotes is high. 



nl9 MPEP 706.03(n), "Correspondence of 
Claim and Disclosure," provides in part: 

In chemical cases, a claim may be so broad as to 
not be supported by [thel disclosure, in which case 
it is rejected as unwarranted by the disclosure. . . . 

n20 MPEP 706.03(z), "Undue Breadth," pro- 
vides in part: 

In applications directed to inventions in arts where 
the results are unpredictable, the disclosure of a 
single species usually does not provide an ade- 
quate basis to support generic claims. In re Sol, 
1938 CD. 723; 497 O.G. 546. This is because in 
arts such as chemistry it is not obvious from the 
disclosure of one species, what other species will 
work. In re Dreshfield, 1940 CD. 351; 518 O.G. 
255 gives this general rule: "It is well settled that 
in cases involving chemicals and chemical com- 
pounds, which differ radically in their properties 
it must appear in an applicant's specification ei- 
ther by the enumeration of a sufficient number of 
the members of a group or by other appropriate 
language, that the chemicals or chemical combi- 
nations included in the claims are capable of ac- 
complishing the desired result.". . . 



[**15] 

The Board affirmed, noting that "the limited guid- 
ance in the specification, considered in light of the rel- 
atively high degree of unpredictability in this particular 
"art, would not have enabled one having ordinary skill 
in the art to practice the broad scope of the claimed in- 
vention without undue experimentation. In re Fisher, 57 
CCP.A. 1099, 427 F.2d 833, 166 U.S.P.Q. (BNA) 18 
(CCPA 1970)." 

OPINION 

A. Obviousness 
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We first address whether the PTO erred in reject- 
ing the claims on appeal as prima facie obvious within 
the meaning of 35 U.S.C. § 103. Obviousness is a legal 
question which this court independently reviews, though 
based upon underlying factual findings which we review 
under the clearly erroneous standard. In re Vfoodruff> 
919 E2d 1575, 1577, 16U.S.P.Q.2D(BNA) 1934, 1935 
(Fed. Cir. 1990). 

Where claimed subject matter has been rejected as 
obvious in view of a combination of prior art refer- 
ences, a proper analysis under § 103 requires, inter alia, 
consideration of two factors: (1) whether the prior art 
would have suggested to those of ordinary skill in the 
art [**16] that they should make the claimed composi- 
tion or device, or carry out the claimed process; and (2) 
whether the prior art would also have revealed that in so 
making or carrying out, those of ordinary skill would 
have a reasonable expectation of success. See In re Dow 
Chemical Co. , 837 R2d 469, 473, 5 U.S.P.Q.2D (BNA) 
1529, 1531 (Fed. Cir. 1988). Both the suggestion and 
the reasonable expectation of success must be founded 
in the prior art, not in the applicant's disclosure. Id. 

We agree with appellants that the PTO has not estab- 
lished the prima facie obviousness of the claimed sub- 
ject matter. The prior art simply does not disclose or 
suggest the expression in cyanobacteria of a chimeric 
gene encoding an insecticidally active protein, or con- 
vey to those of ordinary skill a reasonable expectation 
of success in doing so. More particularly, there is no 
suggestion in Dzelzkalns, the primary reference cited 
against all claims, of substituting in the disclosed plas- 
mid a structural gene encoding Bacillus insecticidal pro- 
teins for the CAT gene utilized for selection purposes. 
The expression of antibiotic resistance-conferring genes 
in cyanobacteria, without more, [**17] does not render 
obvious the expression of unrelated genes in cyanobac- 
teria for unrelated purposes. 

The PTO argues that the substitution of insecticidal 
Bacillus genes for CAT marker genes in cyanobacteria 
is suggested by the secondary references Sekar 1, Sekar 
II, and Ganesan, which collectively disclose expression 
of genes encoding Bacillus insecticidal proteins in two 
species of host Bacillus bacteria (B. megaterium and B. 
subtilis) as well as in the bacterium E. coll. While these 
references disclose expression of Bacillus genes encod- 
ing insecticidal proteins in certain transformed bacterial 
hosts, nowhere do these references disclose or suggest 
expression of such genes in transformed cyanobacterial 
hosts. 

To remedy this deficiency, the PTO emphasizes sim- 
ilarity between bacteria and cyanobacteria, namely, that 
these are both procaryotic organisms, and argues that 



this fact would suggest to those of ordinary skill the 
use of cyanobacteria as hosts for expression of the 
claimed chimeric genes. While it is true that bacteria 
and cyanobacteria are now both classified as procary- 
otes, that fact alone is not sufficient to motivate the art 
worker as the [**18] PTO contends. [*494] As the 
PTO concedes, cyanobacteria and bacteria are not iden- 
tical; they are classified as two separate divisions of the 
kingdom Procaryotae. n21 Moreover, it is only in recent 
years that the biology of cyanobacteria has been clari- 
fied, as evidenced by references in the prior art to "blue- 
green algae. " Such evidence of recent uncertainty regard- 
ing the biology of cyanobacteria tends to rebut, rather 
than support, the PTO's position that one would con- 
sider the cyanobacteria effectively interchangeable with 
bacteria as hosts for expression of the claimed gene. 

n21 Stedman's Medical Dictionary 1139 
(24th ed. 1982) (definition of "Procaryotae"). 
Procaryotic organisms are commonly classified 
according to the following taxonomic hierar- 
chy: Kingdom; Division; Class; Order; Family; 
Genus; Species. 3 Sergey's Manual of Systematic 
Bacteriology 1601 (1989). 

At oral argument the PTO referred to additional sec- 
ondary references, not cited against any independent 
claim (i.e., Friedberg, Miller, and Nierzwicki-Bauer), 
[**19] which it contended disclose certain amino acid 
sequence homology between bacteria and cyanobacteria. 
The PTO argued that such homology is a further sug- 
gestion to one of ordinary skill to attempt the claimed 
invention. We disagree. As with the Dzelzkalns, Sekar 
I, Sekar II, and Ganesan references discussed above, 
none of these additional references disclose or suggest 
that cyanobacteria' could serve as hosts for expression 
of genes encoding Bacillus insecticidal proteins. In fact, 
these additional references suggest as much about dif- 
ferences between cyanobacteria and bacteria as they do 
about similarities. For example, Nierzwicki-Bauer re- 
ports that a certain nucleotide sequence (i.e., the-10 
consensus sequence) in a particular cyanobacterium re- 
sembles an E. coli promoter, but that another nearby nu- 
cleotide sequence (the-35 region) does not. While Miller 
speaks of certain promoters of the bacteriophage Lambda 
that are recognized by both cyanobacterial and £. coli 
RNA polymerases, it also discloses that these promoters 
exhibited differing strengths when exposed to the differ- 
ent polymerases. Differing sensitivities of the respective 
polymerases to an inhibitor are also [**20] disclosed, 
suggesting differences in the structures of the initiation 
complexes. 

The PTO asks us to agree that the prior art would 
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lead those of ordinary skill to conclude that cyanobac- 
teria are attractive hosts for expression of any and all 
heterologous genes. Again, we can not. The relevant 
prior art does indicate that cyanobacteria are attractive 
hosts for expression of both native and heterologous 
genes involved in photosynthesis (not surprisingly, for 
the capability of undergoing oxygenic photosynthesis is 
what makes the cyanobacteria unique among procary- 
otes). However, these references do not suggest that 
cyanobacteria would be equally attractive hosts for ex- 
pression of unrelated heterologous genes, such as the 
claimed genes encoding Bacillus insecticidal proteins. 

In O'Farrell, this court affirmed an obviousness re- 
jection of a claim to a method for producing a "pre- 
determined protein in a stable form" in a transformed 
bacterial host. 853 F.2d at 895, 7 U.S.P.Q.2d at 1674. 
The cited references included a prior art publication (the 
Polisky reference) whose three authors included two of 
the three co-inventor-appellants. The main difference 
[**21] between the prior art and the claim at issue was 
that in Polisky, the heterologous gene was a gene for ri- 
bosomal RNA, while the claimed invention substituted 
a gene coding for a predetermined protein. Id. at 901 , 7 
U.S.P.Q.2d at 1679. Although, as the appellants therein 
pointed out, the ribosomal RNA gene is not normally 
translated into protein, Polisky mentioned preliminary 
evidence that the transcript of the ribosomal RNA gene 
was translated into protein, and further predicted that if 
a gene coding for a protein were to be substituted, ex- 
tensive translation might result. Id. We thus affirmed, 
explaining that 

the prior art explicitly suggested the substitution that 
is the difference between the claimed invention and the 
prior art, and presented preliminary evidence suggest- 
ing that the [claimed] method could be used to make 
proteins. 

[*495] . . . Polisky contained detailed enabling 

methodology for practicing the claimed invention, a sug- 
gestion to modify the prior art to practice the claimed 
invention, and evidence suggesting that it would be suc- 
cessful. 

Id. at 901-02, 7 US.P.Q.2d at 1679-80. 

In contrast with the situation [**22] in O'Farrell, 
the prior art in this case offers no suggestion, explicit 
or implicit, of the substitution that is the difference be- 
tween the claimed invention and the prior art. Moreover, 
the "reasonable expectation of success" that was present 
in O'Farrell is not present here. Accordingly, we reverse 
the § 103 rejections. 

B. Enablement 



The first paragraph of 35 U.S.C. § 1 12 requires, in- 
ter alia, that the specification of a patent enable any 
person skilled in the art to which it pertains to make and 
use the claimed invention. Although the statute does not 
say so, enablement requires that the specification teach 
those in the art to make and use the invention without 
"undue experimentation." In re Winds, 858 F.2d 731, 
737, 8 U.S.P.Q.2D (BNA) 1400, 1404 (Fed. Cir. 1988). 
That some experimentation may be required is not fatal; 
the issue is whether the amount of experimentation re- 
quired is "undue. " Id. at 736-37, 8 U.S.P.Q.2d at 1404. 
Enablement, like obviousness, is a question of law which 
we independently review, although based upon underly- 
ing factual findings which we review for clear error. See 
id. at 735, 8 U.S.P.Q.2d at 1402. [**23] 

In response to the § 112 rejection, appellants as- 
sert that their invention is "pioneering," and that this 
should entitle them to claims of broad scope. Narrower 
claims would provide no real protection, appellants ar- 
gue, because the level of skill in this art is so high, 
art workers could easily avoid the claims. Given the 
disclosure in their specification, appellants contend that 
any skilled microbiologist could construct vectors and 
transform many different cyanobacteria, using a variety 
of promoters and Bacillus DNA, and could easily de- 
termine whether or not the active Bacillus protein was 
successfully expressed by the cyanobacteria. 

The PTO made no finding on whether the claimed 
invention is indeed "pioneering," and we need not ad- 
dress the issue here. With the exception of claims 47 
and 48, the claims rejected under § 112 are not lim- 
ited to any particular genus or species of cyanobacte- 
ria. The PTO's position is that the cyanobacteria are a 
diverse and relatively poorly studied group of organ- 
isms, comprising some 150 different genera, and that 
heterologous gene expression in cyanobacteria is "un- 
predictable." Appellants have not effectively disputed 
these assertions. Moreover, [**24] we note that only 
one particular species of cyanobacteria is employed in 
the working examples of appellants' specification, and 
only nine genera of cyanobacteria are mentioned in the 
entire document. 

Taking into account the relatively incomplete under- 
standing of the biology of cyanobacteria as of appellants' 
filing date, as well as the limited disclosure by appel- 
lants of particular cyanobacterial genera operative in the 
claimed invention, we are not persuaded that the PTO 
erred in rejecting claims 1-46 and 50-51 under § 112, 
first paragraph. There is no reasonable correlation be- 
tween the narrow disclosure in appellants' specification 
and the broad scope of protection sought in the claims 
encompassing gene expression in any and all cyanobac- 
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teria. See In re Fisher, 57 C.C.P.A. 1099, 427 F.2d 833, 
839, 166 U.S.P.Q. (BNA) 18, 24 (CCPA 1970) (the first 
paragraph of § 112 requires that the scope of the claims 
must bear a reasonable correlation to the scope of enable- 
ment provided by the specification). n22 Accordingly, 
[*496] we affirm the § 1 12 rejection as to those claims. 

n22 The enablement rejection in this case was 
not based upon a post-filing date state of the 
art, as in In re Hogan y 559 F.2d v 595, 605- 
07, 194 U.S.P.Q. (BNA) 527, 536-38 (CCPA 
1977). See also United States Steel Corp. v. 
Phillips Petroleum Co., 865 F.2d 1247, 1251, 9 
U.S.P.Q.2D (BNA) 1461, 1464 (Fed. Cir. 1989) 
(citing Hogan); Hormone Research Found., Inc. 
v. Genentech, Inc., 904 F.2d 1558, 1568-69, 
15 U.S.PQ.2D (BNA) 1039, 1047-48 (Fed. Cir. 
1990) (directing district court, on remand, to con- 
sider effect of Hogan and United States Steel 
on the enablement analysis of Fisher), cert, dis- 
missed, U.S. , 111 S. Ct. 1434, 113 L. Ed. 2d 
485, 59 US.L.W. 3687 (1991). We therefore do 
not consider the effect of Hogan and its progeny 
on Fisher's analysis of when an inventor should 
be allowed to "dominate the future patentable in- 
ventions of others/ Fisher, 427 F.2d at 839, 166 
U.S.P.Q. at 24, 

[**25] 

In so doing we do not imply that patent applicants in 
art areas currently denominated as "unpredictable" must 
never be allowed generic claims encompassing more than 
the particular species disclosed in their specification. It 
is well settled that patent applicants are not required 
to disclose every species encompassed by their claims, 
even in an unpredictable art. In re Angstadt, 537 F.2d 
498, 502-03, 190 U.S.P.Q. (BNA) 214, 218 (CCPA 
1976). However, there must be sufficient disclosure, ei- 
ther through illustrative examples or terminology, n23 
to teach those of ordinary skill how to make and how to 
use the invention as broadly as it is claimed. This means 
that the disclosure must adequately guide the art worker 
to determine, without undue experimentation, which 
species among all those encompassed by the claimed 
genus possess the disclosed utility. Where, as here, a 
claimed genus represents a diverse and relatively poorly 
understood group of microorganisms, the required level 
of disclosure will be greater than, for example, the dis- 
closure of an invention involving a "predictable" factor 
such as a mechanical or electrical element. See Fisher, 
427 F.2d at 839, 166 U.S.P.Q. at 24. [**26] In this 
case, we agree with the PTO that appellants' limited dis- 
closure does not enable one of ordinary skill to make 
and use the invention as now recited in claims 1-46 and 



50-51 without undue experimentation. 

n23 The first paragraph of § 112 requires 
nothing more than objective enablement. In re 
Manocchi, 58 C.C.P.A. 1069, 439 F.2d 220, 223, 
169 U.S.P.Q. (BNA) 367, 369 (CCPA 1971). How 
such a teaching is set forth, either by the use of 
illustrative examples or by broad terminology, is 
irrelevant. Id. 

Remaining dependent claim 47 recites a cyanobac- 
terium which expresses the chimeric gene of claim 1 , 
wherein the cyanobacterium is selected from among the 
genera Anacystis and Synechocystis. Claim 48, which 
depends from claim 47, is limited to the cyanobacterium 
Synechocystis 6803. The PTO did not separately address 
these claims, nor indicate why they should be treated in 
the same manner as the claims encompassing all types of 
cyanobacteria. Although these claims are not limited to 
expression of [**27] genes encoding particular Bacillus 
proteins, we note what appears to be an extensive under- 
standing in the prior art of the numerous Bacillus pro- 
teins having toxicity to various insects. The rejection of 
claims 47-48 under § 1 12 will not be sustained. 

CONCLUSION 

The rejection of claims 1-48 and 50-52 under 35 
U.S.C. § 103 is reversed. The rejection of claims 1-46 
and 50-51 under 35 U.S.C. § 1 12, first paragraph, is af- 
firmed and the rejection of claims 47 and 48 thereunder 
is reversed. 

AFFIRMED-IN-PART, REVERSED-IN-PART. 

DISSENTBY: 
MAYER 

DISSENT: 

MAYER, Circuit Judge, dissenting. 

An appeal is not a second opportunity to try a case 
or prosecute a patent application, and we should not al- 
low parties to "undertake to retry the entire case on ap- 
peal." Perini America, Inc. v. Paper Converting Machine 
Co., 832 F.2d 581, 584, 4 U.S.P.Q.2D (BNA) 1621, 
1624 (Fed. Cir. 1987); Eaton Corp. v. Appliance \bives 
Corp., 790 F.2d 874, 877, 229 U.S.P.Q. (BNA) 668, 
671 (Fed. Cir. 1986). But that is precisely what the court 
has permitted here. The PTO conducted a thorough ex- 
amination of the prior art surrounding this patent appli- 
cation and concluded the claims would [**28] have been 
obvious. The board's decision based on the examiner's 
answer which comprehensively explains the rejection is 
persuasive and shows how the evidence supports the le- 
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gal conclusion that the claims would have been obvious. 
Yet, the court ignores all this and conducts its own ex- 
amination, if you will, as though the examiner and board 
did not exist. Even if I thought this opinion were more 
persuasive than the board's, I could [*497] not join it 
because it misperceives the role of the court. 

The scope and content of the prior art, the similarity 
between the prior art and the claims, the level of ordi- 
nary skill in the art, and what the prior art teaches are 
all questions of fact. Graham v. John Deere Co., 383 
U.S. 1, 17, 148 U.S.P.Q. (BNA) 459, 467, 15 L. Ed. 
2d 545, 86 S. Ct. 684 (1966); Jurgens v. McKasy, 927 
R2d 1552, 1560, 18 U.S.P.Q.2D (BNA) 1031, 1037 
(Fed. Cir. 1991). And "where there are two permissi- 



ble views of the evidence, the factfinder's choice be- 
tween them cannot be clearly erroneous." Anderson v. 
City of Bessemer City, 470 U.S. 564, 574, 84 L. Ed. 2d 
518, 105 S. Ct. 1504 (1985). The mere denomination 
of obviousness as a question of law does not give the 
court license to decide [**29] the factual matters afresh 
and ignore the requirement that they be respected unless 
clearly erroneous. In re Wbodrujf, 919 F.2d 1575, 1577, 
16 U.S.P.Q.2D (BNA) 1934, 1935 (Fed. Cir. 1990); In 
reKulling, 897 F.2d 1147, 1149, 14 U.S.RQ.2D (BNA) 
1056, 1057 (Fed. Cir. 1990). There may be more than 
one way to look at the prior art, but on this record we 
are bound by the PTO's interpretation of the evidence 
because it is not clearly erroneous and its conclusion is 
unassailable. I would affirm on that basis. 
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RITE-HITE CORPORATION, ACME DOCK SPECIALISTS, INC., ALLIED 
EQUIPMENT CORP., ANDERSON MATERIAL HANDLING CO., APPLIED 
HANDLING, INC., C & L EQUIPMENT CORPORATION, W. E. CARLSON 
CORPORATION, R. B. CURLIN, INC., EQUIPMENT SYSTEMS, INC., GREAT 
NORTHERN INDUSTRIAL PROD., INC., HOJ ENGINEERING & SALES CO., INC., 

INDY EQUIPMENT COMPANY, INC., JOHNSON EQUIPMENT CO., KELLER 
EQUIPMENT CO., INC., KING INDUSTRIAL EQUIPMENT, INC., LOADING DOCK 
EQUIPMENT CO., INC., IVlcCORMICK EQUIPMENT COMPANY, INC., METRO 

DOCK SPECIALISTS, INC., MID-ATLANTIC HANDLING SYSTEMS, INC., 
NIEHAUS INDUSTRIAL SALES, INC., NORTHWAY MATERIAL HANDLING CO., 
INC., RICE EQUIPMENT CO., STOKES EQUIPMENT COMPANY, INC., TIMBERS 
& ASSOCIATES, INC., TODD EQUIPMENT CORPORATION, U. S. MATERIALS 
HANDLING CORP., JOHN L & ASSOCIATES, INC., and STORDOX EQUIPMENT 
CO., Plaintiffs, v. KELLEY COMPANY, INC., Defendant 

No. 83-C-434 Civil Action 

UNITED STATES DISTRICT COURT FOR THE EASTERN DISTRICT OF 

WISCONSIN 

629 F. Supp. 1042; 1986 U.S. Dist. LEXIS 28575; 231 U.S.P.Q. (BNA) 161 

March 5, 1986 

CASE SUMMARY ficiently exceptional to prompt the award of attorneys' 

fees. 



PROCEDURAL POSTURE: Plaintiffs filed an ac- 
tion in the United States District Court for the Eastern 
District of Wisconsin against defendant seeking a de- 
cision that a truck restraining device manufactured and 
distributed by defendant infringed plaintiffs' patent and 
that defendant competed unfairly by use of a promotional 
film. 



OUTCOME: Judgment for plaintiffs in patent infringe- 
ment and unfair competition suit filed against defen- 
dant for infringing a patented truck restraining device by 
manufacturing and distributing a similar device because 
plaintiffs' patent was valid and a nonobvious advance in 
the art of vehicle restraints. 



OVERVIEW: Plaintiffs brought a patent infringement 
and unfair competition action against defendant seeking 
a judgment that a truck restraining device manufactured 
and distributed by defendant infringed a patent owned 
by plaintiffs and that defendant had competed unfairly 
by its use of a promotional film. Defendant argued that 
plaintiffs' patent was obvious in view of the prior art 
and was therefore void. The district court held that the 
patent was valid and a nonobvious advance in the art of 
vehicle restraints. At the time plaintiffs' claimed inven- 
tion was made, no known device accomplished the same 
results in a similar manner. The court enjoined defendant 
from infringing plaintiffs' patent, awarded damages, and 
prejudgment interest. Multiple damages were not war- 
ranted, and the circumstances of the case were not suf- 



CORE CONCEPTS 

Patent Law : Infringement : Defenses 
The language of 35 U.S.C.S. § 282 explicitly states that 
a patent is presumed valid, and this presumption at- 
taches to each claim independently of the other claims. 
Moreover, this presumption encompasses presumptions 
of novelty, nonobviousness, and utility — each of which 
is presumed to be present. This statutory presumption of 
validity places the burden of proving facts establishing 
invalidity by clear and convincing evidence on the party 
asserting invalidity. 

Patent Law ; Nonobviousness : Tests & Proof of 
Obviousness 

It is a condition of patentability that the invention be 
nonobvious, 35 U.S.C.S. § 103. The statutory presump- 
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tion of patent validity carries with it a presumption of 
nonobviousness. 

Patent Law : Nonobviousness : Tests & Proof of 
Obviousness 

In determining obviousness/nonobviousness under 35 
U.S.C.S. § 103 of the patent laws, factual inquiries are 
made into: (1) the scope and content of the prior art; 
(2) the level of ordinary skill in the pertinent art at the 
time the invention was made; (3) the differences between 
the claimed invention and the prior art; and (4) objec- 
tive evidence of nonobviousness, e.g., long-felt needs, 
commercial success, failure of others, copying, and un- 
expected results. 

Patent Law : Nonobviousness : Tests & Proof of 
Obviousness 

The language of 35 U.S.C.S. § 103 requires the con- 
sideration of whether the invention would or would not 
have been obvious as a whole to one of ordinary skill in 
the art to which that subject matter pertains at the time 
the invention was made. Failure to consider the claimed 
invention as a whole would be an error of law. 

Patent Law : Nonobviousness : Tests & Proof of 
Obviousness 

Factors that are considered in determining the level of 
ordinary skill in the art may include: (1) the educational 
level of one of ordinary skill; (2) the types of problems 
encountered in the art; (3) the prior art solution to those 
problems; (4) the rapidity with which innovations are 
made; and (5) the sophistication of the technology. Not 
all of these factors need be considered in every case, and 
often one or more factors may predominate or are given 
more weight in a particular case. 

Patent Law : Nonobviousness : Tests & Proof of 
Obviousness 

Although it is proper to note the difference existing be- 
tween the claimed invention and the prior art, because 
that difference may serve as one element in determin- 
ing the obviousness/nonobviousness issue, it is improper 
merely to consider the difference as the invention. The 
difference may appear to be slight, but it can be the key 
to success and advancement in the art. Furthermore, it 
is irrelevant in determining obviousness that all or all 
other aspects of the claimed invention are well known, 
in a piecemeal manner, in the art, since virtually ev- 
ery patent can be described as a combination patent or a 
combination of old elements. There is absolutely no ba- 
sis in the law for treating combinations of old elements 
differently in determining patentability. 

Patent Law : Nonobviousness : Tests & Proof of 
Obviousness 

The mere fact that the disclosures or teachings of the 



prior art can be retrospectively combined for purposes 
of evaluating the obviousness/nonobviousness issue does 
not make the combination obvious unless the art also 
suggested the desirability of the combination or the in- 
ventor's beneficial results or the advantage to be derived 
from combining the teachings. 

Patent Law : Nonobviousness : Tests & Proof of 
Obviousness 

The objective evidence of nonobviousness may be the 
most pertinent, cogent, probative, and revealing evi- 
dence available to aid in reaching a conclusion on the ob- 
viousness/nonobviousness issue. In fact, such evidence 
of the objective considerations must be considered as 
part of all the evidence in all cases. These tests include: 
(1) Did the patented invention fulfill a long-felt need 
in the industry to which it applied? (2) Did others try 
and fail to meet the need that the invention ultimately 
satisfied? (3) Did the patented invention meet with sub- 
stantial success upon its introduction to the market? (4) 
Did the accused infringer recognize that the invention 
was truly meritorious? Evidence may often establish 
that an invention which appeared at first blush to have 
been obvious was not in view of the secondary consid- 
erations. 

Patent Law : Nonobviousness : Tests & Proof of 
Obviousness 

The imitation of the patented invention by an alleged in- 
fringer is strong evidence of what it thinks of the patent 
in suit and is persuasive of what the rest of the world 
ought to think. 

Patent Law : Nonobviousness : Tests & Proof of 
Obviousness 

A further indicium of nonobviousness is evidence that 
the invention has also had considerable commercial suc- 
cess. 

Patent Law : Novelty & Anticipation 
To assert that a patent claim is anticipated under 35 
U.S.C.S. § 102, a party must demonstrate identity of 
invention. The determination that a claimed invention is 
anticipated under § 102 is a factual determination. 

Patent Law : Novelty & Anticipation 
One who seeks a finding of anticipation must show that 
each and every element of the parent claim is found, 
as arranged in the claim, either expressly described or 
implicitly described under appropriate principles of in- 
herency, in a single prior art reference, or that the 
claimed invention was previously known or embodied 
in a single prior art reference, or that the claimed inven- 
tion was previously known or embodied in a single prior 
art device or practice. Unless all of the same elements 
are found in exactly the same situation and united in the 
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same way to perform an identical function, there is no 
anticipation. 

Patent Law : Infringement : Burdens of Proof 
Patent Law : Infringement : Acts of Infringement 
The United States patent laws state that whoever without 
authority makes, uses, or sells any patented invention 
within the United States during the term of the patent 
infringes the patent. 35 U.S.CS. § 271(a)! The patent 
owner has the burden of proving infringement by a pre- 
ponderance of the evidence. This burden extends to in- 
fringement under the doctrine of equivalents as well as 
to literal infringement. 

Patent Law : Infringement : Acts of Infringement 
The issue of infringement raises at least two questions: 
(1) what is patented, and (2) has what is patented been 
made, used, or sold by another. The first is a question 
of law; the second is a question of fact. 

Patent Law : Infringement : Claim Interpretation 
In a patent infringement action, patent claims measure 
the invention and define the boundaries of patent pro- 
tection. 

Patent Law : Infringement : Claim Interpretation 
If an allegedly infringing product falls literally within 
the claim when the words are given their proper mean- 
ing, infringement is made out, and that is the end of the 
inquiry. 

Patent Law : Infringement : Claim Interpretation 
The question of infringement is resolved by comparing 
the accused device with the claims of the patent, not 
with the structure described in the patent or the paten- 
tee's commercial device. The claims of a patent are to 
be construed in light of the specification, and both are to 
be read with a view to ascertaining the invention. Each 
claim must be considered as defining a separate inven- 
tion. In construing or interpreting a claim, a whole host 
of facts (e.g., patent disclosure, the prosecution history 
in the Patent and Trademark Office, the prior art and 
comparison with other claims) may be considered. 

Patent Law : Infringement : Claim Interpretation 
A means plus function claim is construed to cover both 
the disclosed structure and equivalents thereof for per- 
forming the stated function. An important factor in the 
determination of equivalents is whether persons reason- 
ably skilled in the art would know of the interchangeabil- 
ity of an ingredient not contained in the patent with one 
that was. In construing such a claim, a number of factors 
may be considered: (1) the language of the claim, (2) 
the patent specification, (3) the prosecution history of 
the patent, (4) other claims in the patent, and (5) expert 
testimony. Once these factors are weighed, the scope of 
the means claim may be determined. 



Patent Law : Infringement : Claim Interpretation 
A party cannot escape infringement by the mere fact that 
its device is more or less efficient than the subject mat- 
ter, or performs additional functions or adds features or 
is an improvement. 

Patent Law : Infringement : Doctrine of Equivalents 
Although the claims of a patent are the measure of the 
protected invention, the judicially created doctrine of 
equivalents adds latitude and breadth to the application 
of claim language in order to prevent the infringer from 
perpetrating a fraud on a patent. 

Patent Law : Infringement : Doctrine of Equivalents 
The doctrine of equivalents is designed to protect a 
patentee from an infringer who appropriates the inven- 
tion even if the infringer avoids the literal language of 
the claims. 

Patent Law : Infringement : Doctrine of Equivalents 
The range of equivalents to which a patent claim is en- 
titled is on a sliding scale depending on the nature of 
the invention. In particular, when a patented invention 
has had significant commercial success or the patent is 
of the pioneer type, the patent claims are to be construed 
liberally and are not to be limited to the identical means 
and mode of operation shown in the patent. The broadest 
protection is given to a patent covering a function never 
before performed, a wholly novel device, or one of such 
novelty and importance as to mark a distinct step in the 
progress of the art. 

Patent Law : Infringement : Doctrine of Equivalents 
Broad protection is given not only to so-called pioneer 
patents, but also patents that make a substantial con- 
tribution to an existing art and patents that consist of 
a combination of old ingredients that produce new and 
useful results. Accordingly, the claims of a patent are 
entitled to a range of equivalents commensurate with the 
scope of the invention. 

Patent Law : Infringement : Doctrine of Equivalents 
The mere use by defendant of a component that may 
be more sophisticated than that disclosed in the specific 
embodiment of the patent does not allow defendant to 
escape an appropriate range of equivalents and thereby 
avoid infringement of the claimed invention. 

Patent Law : Remedies : Collateral Assessments 
In addition to the other relief recoverable for patent in- 
fringement, the patentee can recover prejudgment inter- 
est as provided in 35 U.S.C.S. § 284 in order to prevent 
the infringer from having the benefit of the use of the 
money which it would have been paying in royalties. 

Patent Law : Remedies : Damages 

Patent Law : Remedies : Collateral Assessments 
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Under 35 U.S.CS. § 284, multiplied damages up to three 
times the amount found or assessed may be awarded by 
the Court. 

Patent Law : Remedies : Collateral Assessments 
The activities of the infringing party must be sufficiently 
exceptional to prompt an award of attorneys' fees under 
35 U.S.CS. §285. 

Civil Procedure : Entry of Judgments : Stay of 
Proceedings & Supersedeas 
Patent Law : Remedies : Injunctions 
Under Fed. R. Civ. P. 62(c), the Court may in its dis- 
cretion suspend a final judgment granting an injunction 
if the party seeking suspension of the judgment pending 
appeal can show: (1) that it is likely to prevail on the 
merits on appeal; (2) that unless a stay is granted it will 
suffer irreparable injury; (3) that a stay would not sub- 
stantially harm other parties to the litigation; and (4) that 
a stay is in the public interest. A showing of absolute 
probability of success on the merits on appeal need not 
be made if the injunction would destroy the status quo, 
irreparably harming the appellant, and granting of the 
stay will cause only slight harm to the appellee. 

COUNSEL: 

Theodore W. Anderson, Arthur W. Olson, Jr., 
Lawrence E. Apolzon & Roger H. Stein, Neuman, 
Williams, Anderson & Olson, Chicago, Illinois and 
Gilbert W. Church, Foley & Lardner, Milwaukee, 
Wisconsin, for Plaintiffs. 

Mr. Glenn O. Starke, Andrus, Sceales, Starke 
& Sawall, Milwaukee, Wisconsin and Matthew J. 
Flynn, Quarles & Brady, Milwaukee, Wisconsin, for 
Defendant. 

JUDGES: 

Reynolds, Chief U.S. District Judge. 

OPINIONBY: 

REYNOLDS 

OPINION: 

[*1045] 

REYNOLDS, Chief U.S. District Judge 
DECISION AND ORDER 

This is an action in patent infringement and un- 
fair competition. Federal jurisdiction derives from 28 
U.S.C. § 1338. The plaintiffs Rite-Hite Corporation 
("Rite-Hite") and its independent representatives seek 
a judgment that a truck restraining device manufac- 



tured and distributed by defendant Kelley Company, Inc. 
("Kelley") infringes a patent owned by Rite-Hite, and 
that Kelley has competed unfairly by its use of a pro- 
motional film. Kelley has counterclaimed, alleging that 
Rite-Hite' s patent is obvious in view of the prior art 
and is therefore void, and that Rite-Hite has competed 
unfairly. 

The parties have agreed that the issues of liability 
and damages be tried separately. Rite-Hite [**2] also 
applied for preliminary injunctive relief with respect to 
its claim of unfair competition respecting Kelley' s pro- 
motional film, and Kelley was enjoined from further use 
of unexpurgated versions of the film by the Court's or- 
der of March 16, 1984. Kelley was subject to this order 
at the time the issues of liability on the patent claims and 
Kelley' s claims of unfair competition were tried to the 
Court. 

The foregoing claims were tried to the Court be- 
tween May 20 and May 29, 1985. At the close of the 
proceedings, I stated: 

I am persuaded that the evidence compels a decision 
that the patent is valid. It was not obvious. And I am 
sorry that I have to find that the patent was infringed. 

I do not believe the infringement was willful. I think 
that the Kelley people, in the spirit of good competition, 
Rite-Hite came out with a product, and they wanted to 
meet the product and they did the [*1046] best they 
could and certainly did not intend to infringe on that 
patent, but I think the evidence compels me to find that 
they did. 

As far as the unfair competition issues involved, the 
use of the injunctive powers of the federal court I think 
should be used very sparingly. I don't think [**3J there 
is any irreparable injury on either side as far as this ad- 
vertising. The film has not been used for a couple years, 
or at least since we had the hearing on preliminary in- 
junction. I see no reason for the Court in the exercise 
of its discretion and injunctive powers to be issuing — 
equity powers, issuing any more injunctions for either 
side. 

The plaintiffs were then directed to file proposed 
findings of fact and conclusions of law, with a period 
of time allotted to defendant to comment thereon. The 
plaintiffs have filed their submission, the defendant has 
objected to certain provisions, and the plaintiffs have 
responded to the objections. Kelley has also moved for 
a stay of the injunction pending appeal, and Rite-Hite 
opposed this motion. I am persuaded that certain of the 
objections should be sustained, but that others would 
direct an outcome favoring the defendant and are not 
supported by the evidence. What follows, therefore, are 
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essentially the findings of fact and conclusions of law 
proposed by plaintiffs with exceptions where a defense 
objection has been sustained by the Court in view of the 
evidence presented at trial. 

I. FINDINGS OF FACT 

A. Parties and Jurisdiction [**4] 

1. Plaintiff Rite-Hite is a Wisconsin corporation 
having its principal place of business at Milwaukee, 
Wisconsin. The other plaintiffs are Rite-Hite's indepen- 
dent and exclusive sales representatives throughout the 
country. 

2. Defendant Kelley is also a Wisconsin corpora- 
tion with its principal place of business at Milwaukee, 
Wisconsin. 

3. Rite-Hite and Kelley, together, are dominant fac- 
tors in the dock leveler industry and have been keen 
competitors since Rite-Hite was founded in 1965. 

4. This is an action for patent infringement aris- 
ing under the patent laws of the United States, Title 
35 U.S.C. The court has jurisdiction under 28 U.S.C. § 
1338(a), and venue lies in this district under 28 U.S.C. 
§ 1400(b). 

5. There are also claims and counterclaims for un- 
fair competition arising under the statutory and common 
laws of the State of Wisconsin. The court has jurisdiction 
under 28 U.S.C. § 1338(b). 

B. History of the Case 

6. This action was initiated in early 1983, shortly af- 
ter the patent-in-suit issued. Rite-Hite charged Kelley 
with infringement of U. S. Patent 4,373,847 (the '847 
patent), as well as with unfair competition. On a prelim- 
inary injunction motion, the unfair [**5] competition 
count was heard by this Court on February 27 and 28, 
1984. A decision was rendered in favor of Rite-Hite on 
March 16, 1984, granting a preliminary injunction en- 
joining use of a motion picture film which appeared to 
characterize unfairly Rite-Hite 's Dok-Lok product. 

7. Rite-Hite subsequently filed a motion for in- 
tervention on behalf of certain independent and exclu- 
sive Rite-Hite sales representatives, and the motion was 
granted. A trial was held before the Court in this ac- 
tion from May 20 through May 29, 1985. The main 
issues were (1) whether or not the defendant Kelley has 
infringed the '847 patent owned by the plaintiff Rite- 
Hite, and under which the other plaintiffs—Acme Dock 
Specialists, Inc., et al.— have certain exclusive territorial 
rights, and (2) whether Kelley could carry its burden that 
the '847 patent is invalid. The remaining issues relate to 
unfair competition and are mentioned further below. 



C. Rite-Hite's Background 

8. Dock levelers, or automatic dockboards, are de- 
vices that automatically or semi-automatically bridge the 
gap between a truck and a dock so that forklift trucks 
[*1047] can safely pass over that gap during the loading 
and unloading [**6] process. Dock levelers, in general, 
have replaced the loose plates that were often used when 
loading and unloading was done manually. 

9. For years, dock leveler users and manufacturers 
as well as regulatory agencies recognized that a safety 
hazard existed because of the way that large trucks and 
trailers, for a variety of reasons, inadvertently separated 
from the dock during the loading or unloading process. 
If this happens a forklift can fall through the gap be- 
tween the truck and dock onto the driveway below, and 
the results for the forklift truck and its operator can be 
catastrophic. 

10. For instance, the forklift truck will almost always 
drop to the pavement if, when the truck pulls away, the 
forklift is parked in a position where it is supported in 
part by the dockboard and in part by the truck. In this 
situation, there is nothing at all to keep the forklift and 
its operator from falling through the gap between the 
truck and the dock. 

11. The forklift truck will also be exposed to this 
type of accident if it is moving either into or out of the 
truck or trailer at the time the truck separates from the 
dock. In such situations, the driver may not notice the 
gap and drive the forklift [**7] off the truck bed, espe- 
cially if he is backing up out of the truck. Another hazard 
exists from sudden accelerations and decelerations of a 
loaded forklift inside a truck. In this situation, a consid- 
erable force tending to push the truck away from the dock 
can produce disasrer. This phenomenon is sometimes re- 
ferred to by Kelley and Rite-Hite as "trailer creep." 

12. Aware of these life-threatening problems, but 
lacking a real solution in the late 1960's and early 
1970's, Rite-Hite provided its only answer at that time, 
its Total Dock Safety (T.D.S.) Package (PTX-3), nl 
which included wheel chocks, a large warning sign, and 
a "Dock Safety Rules" sign. But these were not an ade- 
quate remedy for the problem. Kelley worked on a some- 
what similar and equally ineffective "communication" 
system. 

nl References to plaintiffs' trial exhibits will 
be identified as "PTX " and defendant's trial 
exhibits as "DTX ." 

13. In yet another situation, the forklift driver can 
suffer severe or fatal injuries even if, [**8] when the 
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truck inadvertently separates from the dock, the forklift 
is parked in a stationary position on the dockboard and 
is fully supported by the dockboard. This is because, in 
normal operation, the outward or free end of the dock- 
board rests on the bed of the truck. When the vehicle 
pulls away, the end of the dockboard lip that was sup- 
ported by the truck tends to drop. This, in turn, tends 
to tip the whole dockboard downwards and pitch the 
forklift, its operator, and/or its load onto the driveway. 

14. To eliminate this latter hazard, dock leveler man- 
ufacturers many years ago designed safety devices into 
their dock levelers to limit the extent to which the dock- 
board could tip downwards in the event of the inad- 
vertent separation of the truck from the dock. Kelley 
developed its "Panic Stop," which was patented in the 
middle 1960 r s (DTX-183-8). This device had a ratchet 
that was engaged to prevent the outward end of the dock- 
board from moving downward if the dockboard started 
to move down abnormally fast. This prevented the fur- 
ther downward progress of the board. Rite-Hite also 
developed its patented "Safety Legs" in the early 1970's 
which, when not needed, could be pulled away, but [**9] 
when in normal operation, limited the extent to which the 
dockboard would descend in this situation. Neither of 
these devices provided a complete solution to the prob- 
lem, but they clearly recognized the very real hazard and 
need. In its 1966 patent (DTX-183-8), Kelley acknowl- 
edged that dock accidents could result in death and added 
that the problem of accidental dropping of the ramp "has 
been a thorn in the side of mechanical dockboards for 
as long as such boards have been made" (DTX-183-8, 
col. 2, lines 40-43). 

[*1048] 15. The question of whether the dockboard 
safety devices described above could be sold as "options" 
or whether they should always be made mandatory fea- 
tures on all dock levelers was the subject of disputes 
between dock equipment manufacturers. Rite-Hite sold 
its devices as standard equipment. Kelley 's devices were 
sold as options. 

16. A meeting of American National Standards 
Institute (ANSI) Safety Committee MH14 was held in 
October 1975 to consider, among other things, this ques- 
tion of whether "safety legs" on dock levelers should be 
options or standard. During the course of this meeting, 
Rite-Hite's founder and representative at the meeting, 
Arthur K. White, [**10] became convinced that these 
safety stop devices then being offered were an approach 
to only part of the problem. He concluded that what 
was really needed was something to restrain the vehicle 
physically so that it could never move away from the 
dock inadvertently. No effective device was offered on 
the market at that time. Wheel chocks were ineffective. 



Warning and "communication" systems were likewise 
ineffective. 

D. The Development of Vehicle Restraints at Rite- 
Hite 

17. The '847 patent claims one of a series of basic 
inventions that Rite-Hite made during a product devel- 
opment program that lasted for a number of years. After 
Rite-Hite introduced its commercial Dok-Lok vehicle 
restraints, the rest of the industry, including Kelley, were 
skeptics or copyists. 

18. Rite-Hite's development program was long and 
arduous. Rite-Hite's first vehicle restraint, which was 
developed by 1977 but never marketed, involved a mech- 
anism mounted on a driveway in front of a loading dock. 
The "engaging mechanism" was disposed at an angle rel- 
ative to the driveway and engaged a part of the truck. 
Another device developed shortly thereafter consisted of 
a pipe clamp type of latch which held a flexible 1] 
steel cable and industrial hook that could be attached to 
any holes or crevices in the trailer to hold it in place 
(PTX-16). The next effort involved a flexible cable and 
hydraulic holding device (PTX-124). Both of these de- 
vices were mounted on the dock platform. These devices 
all performed the same function that they were designed 
to perform, i.e., they prevented the truck from inad- 
vertently separating from the dock. Rite-Hite filed a 
patent application in October of 1977 for the Hydraulic 
Securing Device (flexible cable) that ultimately issued as 
U S. Patent 4,146,888 on March 27, 1979 (PTX-lb). 
A physical example of this device was demonstrated at 
the trial (PTX-16). 

19. But these early vehicle restraints had drawbacks. 
They were relatively expensive, and they were relatively 
difficult to use. They were also obtrusive and vulnerable 
to damage because of their location either on the drive- 
way, where they could be hit by trucks or snowplows, 
or on the top surface of the loading dock, where they 
could obstruct traffic or be vulnerable to forklift trucks 
moving about the dock. 

20. By the spring of 1978, Rite-Hite had developed 
a vehicle restraint mounted on the vertical face of the 
[**12] dock where it was less of an obstruction and less 
Jikely to be damaged. This device-, included a "pivoted 
hook" member. The hook had a shank pivoted to the wall 
and a right angle hook to engage a vehicle. The hook 
member, when not used, was stored in a downwardly 
rotated position with the shank pendent along the wall. 
As the pivoted hook members refined over several gen- 
erations, the hook was operable either manually (by a 
driver standing on the driveway) or automatically (with 
the power of an activated dock leveler). When used, it 
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was pivoted upwardly to an operative mode to engage 
the truck via the truck's ICC bar. This device repre- 
sented a major advance in. the art of vehicle restraints. 
Accordingly, Rite-Hite filed a patent application which 
issued as U. S. Patent 4,208,161 (PTX-ld). Physical 
exhibits of these devices were also demonstrated at the 
trial (PTX-17 and PTX-18). 

[*1049] 21. But these devices with a pivoted hook 
also had drawbacks. The main drawback was the fact 
that they were limited in terms of the variations in ICC 
bars that could be accommodated. ICC bars are bars that 
the Interstate Commerce Commission requires on most 
trucks to prevent low automobiles from running [**13] 
underneath them in the event of rear-end collisions. To 
learn about the variations in ICC bars, Rite-Hite con- 
ducted surveys of thousands of trailers and obtained data 
from trailer manufacturers. These surveys indicated that 
ICC bars were present on all over-the-road trailers and 
also provided Rite-Hite with extensive knowledge about 
the differences that existed between the various ICC bars 
in terms of shape and height from the ground. Rite-Hite 
found that the ICC bar height varied as much as 15 inches 
from the legal maximum of 30 inches above the ground, 
and this variation presented serious problems for Rite- 
Hite's early pre-1978 inventive efforts. The surveys also 
showed that "over-the-road" trailers had a suspension 
"float" of 2 inches to 2-1/2 inches. Float was accom- 
modated in one of the earlier generations (PTX-18) by 
permitting the hook to rotate against the resistance of a 
spring. 

22. By late 1978, an adjustable trapezoidal carriage 
was developed and added, and the pivoted hook was 
then mounted in the carriage. The carriage was biased 
upward with springs stored in the dock Ieveler to hold 
the carriage with the enclosed hook above the ground 
when it was not in operation. The [**14] carriage was 
actuated by movement of the ICC bar so that the carriage 
moved down against the springs as the truck backed into 
the dock. The downward movement of the carriage posi- 
tioned the hook so that it was always in a good position 
to be activated and pivoted up to engage the ICC bar. 
With this device, Rite-Hite found it could accommo- 
date the vast bulk of the ICC bars which its research had 
indicated would be encountered. The carriage also ac- 
commodated "float. " This device was another substantial 
advancement in the art of restraining trucks, and Rite- 
Hite filed a patent application resulting in U. S. Patent 
4,282,621 (the '621 patent) (PTX-6h). A physical ex- 
hibit of this device was demonstrated at trial (PTX-19). 

23. In 1979, Rite-Hite developed some improve- 
ments which further refined this "pivoted hook" re- 
straint. Among other things, the springs are incorpo- 



rated into opposite sides of the trapezoidal carriage along 
which the carriage slides so that the restraint can oper- 
ate independently of any dock Ieveler, and rotation of 
the hook was motorized. It is this version of a restraint 
with a pivoted hook that was ultimately commercialized 
in the spring of 1980 as the Model ADL-100 [**15] 
Dok-Lok vehicle restraint. U. S. Patent 4,264,259 (the 
*259 Patent) (PTX-6j), disclosing and claiming this de- 
vice, issued on April 28, 1981. This device was also 
demonstrated at trial (PTX-131). 

E. U. S. Patent 4,373,847 

24. Rite-Hite's development program continued af- 
ter the introduction of the Model ADL-100. One of the 
program's objectives was cost reduction and simplifica- 
tion. In order to achieve that objective, a vehicle restraint 
that was simple, more rugged and inexpensive, and that 
could be manually operated, if desired, was sought. 

25. In the spring of 1981 , about a year after the in- 
troduction of the ADL-100, Steven Hipp and Norbert 
Hahn developed the first of Rite-Hite's MDL vehi- 
cle restraints. This is the system of the '847 patent 
and the Kelley Truk Stop. The '847 patent is entitled 
RELEASABLE LOCKING DEVICE, was filed in the 
U. S. Patent and Trademark Office on May 4, 1981, and 
issued on February 15, 1983. 

26. The '847 patent is directed to a new approach to 
a vehicle locking device or vehicle restraint for securing 
a parked vehicle to an adjacent stationary upright struc- 
ture such as a dockwall. The device of the '847 patent 
has a frame vertically extending up the [**16] dockwall 
and secured to the exposed surface of the wall. It has a 
hook assembly that has a follower mounted in the frame 
for vertical movement between an upper operative posi- 
tion, where it will secure [*1050] the vehicle against 
the wall, and a lower inoperative position free of the 
vehicle so that the vehicle can be driven away from the 
wall. The hook assembly has a horizontal shank portion 
extending outwardly from the follower and a vertical 
hook portion. The device of the '847 patent further has 
a retaining means to retain the hook in its upper oper- 
ative position but to selectively permit the hook to be 
released to its lower inoperative position. 

27. In addition to the above-dfcscribed basic struc- 
ture, the device of the '847 patent includes a slide as a 
part of the fixed wall-mounted frame, which is urged 
upwardly by a biasing force and has a first part of the 
retaining means secured to it. A coacting complimen- 
tal second part of the retaining means is carried by the 
hook and engages the first part to prevent accidental 
movement of the hook from an operative to an inopera- 
tive position. Thereby, any loading of the vehicle, such 




LexisNexis 




LexisNexis 1 




LexisNexis 1 



629 R Supp. 1042, *1050; 1986 U.S. Dist. LEXIS 28575, **16; 
231 U.S.P.Q. (BNA) 161 



Page 8 



as upon the entry of a forklift truck, will cause [**17] 
the hook, the slide, and the two parts of the retaining 
means to move together downwardly against the biasing 
force of the spring to provide downward float. This is 
a desirable feature, for without it, the device could be- 
come "jammed" by the weight of the truck pushing down 
on the hook assembly engaged with the ICC bar. This 
downward float is made possible by heavy duty springs 
which hold the slide so that the slide and the first part 
of the retaining means are upwardly biased even when 
not restraining a vehicle. As a result, the retaining means 
and the hook element can move, as a unit, several inches 
vertically downward when subjected to the forces of a 
truck being loaded. 

28. While, in the preferred embodiment described in 
the '847 patent, the first part of the retaining means is 
a ratchet and the second part is a pawl, the description 
in column 2 starting at line 2 makes it very clear that 
the patent is not limited to this particular embodiment. 
At column 3, line 5, the description makes it clear that 
other equivalent devices, and in particular elongated ver- 
tically extending devices, could be employed instead of a 
ratchet. At column 4, lines 9-10, the description makes 
it equally [**18] clear that other equivalent devices 
could be substituted for the pawl. From the testimony 
of both experts, the Patent Office prosecution history, 
and the other evidence, it is clear that the rack and pin- 
ion of Kelly and the threaded shaft of the Taylor, et al., 
reference, cited by the Examiner, are the equivalent of 
the ratchet and pawl shown in the particular embodiment 
described in the '847 patent. 

29. Recognizing the advancement in the art of vehi- 
cle restraints represented by the MDL Dock-Lok, Rite- 
Hite sought and obtained the '847 patent disclosing and 
claiming this system. A physical MDL truck restraint 
constructed in accordance with the described embod- 
iment of the '847 patent (PTX-20) was demonstrated 
at trial and was also compared to the Model MDL-55 
(PTX-123) and the Kelley Truk Stop (PTX-21) systems. 
The claimed elements in Claims 1, 2, 3, 8, 12, and 13 
of the '847 patent are found in the MDL, the MDL-55, 
and the Kelley Truk Stop. Mr. Kjell Erlandsson, who is 
Kelley's Vice President of Engineering and who testi- 
fied as an expert witness for Kelley at trial, questioned 
whether the word "releasably" was apt in finding that 
the Kelley rack and pinion releasably retained the hook 
[**19] in its operative position. The term is apt as in- 
dicated by the use of the term "Release" on the Truck 
Stop control box for the purpose of lowering the hook 
to release it from engagement with a vehicle. 

30. The value of the invention of the model MDL and 
'847 patent is not limited to simplicity of construction 



or the possibility of manual operation. The vertically 
traveling hook assembly is a new departure from and an 
improvement over previous "pivoted hook" designs in 
part because the capture area available to engage an ICC 
bar by the hook was changed to a rectangular area from 
the smaller semi-circular area provided by the pivoting 
hook, resulting in a better range of engagement. Also, 
the vertically travelling hook assembly has a smaller 
sweep or clearance area moving into the operating posi- 
tion to reduce the [*1051] chance of interference with 
things other than the ICC bar. In addition, the pivoting 
hook has a tendency to rotate away, whereas there is no 
such concern with the vertically moving hook assembly. 
Mr. Erlandsson made these observations at his deposi- 
tion and continued to acknowledge these advantages at 
the trial. In addition, the Model MDL can be used either 
with [**20] or without a power source. 

R The '847 Patent Wis Commercialized As the MDL- 
55 

3 1 . Rite-Hite had successfully tested production pro- 
totypes, was completing production drawings and ob- 
taining quotes on large production quantities of parts 
when Messrs. Hip, Hahn, and Swessel in mid-1981 
came up with an improved version, the MDL-55. 
Although the basic device shown in the '847 patent had 
downward float, this unit did not have what people in 
the industry today call "upward" float, i.e., the hook 
is not initially springbiased up against the ICC bar. At 
the trial, the evidence established that normal "over- 
the-road" trucks deflect between about 1 inch and 2- 
1/2 inches, so that in most situations, the vertical hook 
portion of the hook assembly shown in the '847 patent 
would accommodate the upward float of the ICC bars. 
The vertical hook portion of the hook assembly could 
also, of course, have been made longer to provide addi- 
tional compensation for the "upward float" of the ICC 
bar. 

32. With the improvement of the MDL-55, if the 
ICC bar rises as weight is taken off the truck, an ini- 
tial bias is provided that can raise the vertically mov- 
able hook. This increased the versatility of the verti- 
cally [**21] moving hook. The improved restraint han- 
dles not only "over- the-road" trailers but "city" trucks 
(a small percentage of the vehicles to be restrained), 
which generally have weaker springs and, thus, deflect 
more than the "over-the-road" trailers. This improved 
MDL device, the Model MDL-55 vehicle restraint, is 
disclosed and claimed in U. S. Patent 4,443,150 (PTX- 
li). This model was also demonstrated at the trial (PTX- 
123). 

33. Kelley did not dispute that this improved model 
MDL-55 device uses the '847 patent and has been com- 
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mercialized by Rite-Hite and is a current successful 
product of Rite-Hite. Over 1,800 of the MDL-55's have 
been sold, generating sales in the millions of dollars. 

34. Similarly, the Kelley Truk Stop uses the '847 
patent, but by using a motor and rack and pinion instead 
of the ratchet and pawl of the specific embodiment of 
the '847 patent, Kelley obtains the same advantages as 
the MDL-55's initial upward float. Kelley's Truk-Stop 
is additional evidence of the commercial success of the 
invention of the '847 patent. While one can never be 
certain of the precise causal relationship of commercial 
success, nevertheless in this case, it appears from all of 
the evidence [**22] that the invention of the '847 patent 
was a very significant factor. 

G. Kelley 's Development of Its "Truk Stop " Device 

35. The facts established at trial indicate that Kelley 
learned about and made its vertically moving hook 
through its examination and adoption of the Rite-Hite 
MDL-55 device and the related literature. 

36. Kelley's imitation of the vertically moving hook 
and the other elements of the '847 patent is indicative 
of the value, the importance, and the unobviousness of 
the invention claimed in the '847 patent. Furthermore, 
the fact that Kelley has procured U. S. Patent 4,488,325 
(DTX-212), on aspects of its vehicle restraint, does not 
negate the infringement of Rite-Hite's '847 patent. The 
very foundation of the patent system contemplates that 
users of a basic patent will make improvements with 
time. Both Kelley and Rite-Hite did so here, but if any- 
thing, that enhances the dignity of the '847 patent. 

37. Kelley's first knowledge of a workable vehi- 
cle restraint came with the introduction of the ADL- 
100 Dok-Lok sold by Rite-Hite in April of 1980. In 
June of 1980, Kelley's response to this first device of 
[*1052] Rite-Hite was to propose various communica- 
tions [**23] devices (PTX-64). One year later, in June 
of 1981, Kelley was still working on communications- 
type devices (PTX-65). 

38. In the late summer of 1981, about the time 
of the introduction of Rite-Hite's Model MDL-55, 
the Occupational Safety and Health Administration 
("OSHA") issued an instruction (PTX-30), the purpose 
of which was to allow the use of vehicle restraints with- 
out wheel chocks. 

39. At about this same time, Kelley's sales represen- 
tatives began expressing increased concerns to Kelley 
(which was still without a vehicle restraint in its prod- 
uct line) that sales of Rite-Hite's vehicle restraints could 
be coupled with sales of Rite-Hite dock levelers which 
would otherwise be sold by Kelley (PTX-36). This was 



a double injury in the market place. As a result, the rep- 
resentatives found that their ability to sell dock equip- 
ment was hampered by the presence of Rite-Hite vehicle 
restraints. 

40. Kelley had no plans for a physical restraint at 
the time of the OSHA instruction. Rather, Kelley's fo- 
cus was still on communication. Knowing of the long- 
standing problem, Kelley had failed to recognize the so- 
lution. 

41. On Friday, November 13, 1981, John Hogseth 
(Kelley's Vice President of [**24] Marketing) sent 
a memo to Joseph Driear (Kelley's Director of 
Engineering) formally requesting Mr. Driear to be- 
gin work immediately on a vehicle restraint to com- 
pete against the Rite-Hite Dok-Lok and to cost less 
than $1,000 (PTX-32). During the course of this pro- 
gram, Kelley personnel referred to its vehicle restraint 
as "Kelley's version of the Dok-Lok" (PTX-36). 

42. On the following Monday, November 16, 1981, 
Hogseth's memo (PTX-32) was marked "received" by 
"Engineering," and a memo at the bottom in Mr. 
Driear' s handwriting of the same date indicates that Mr. 
Driear would comply with Mr. Hogseth's requests but 
that the following were initially required: 

(a) Engineering needed a copy of the OSHA regula- 
tions that sanction the use of vehicle restraints (this was 
done four days later as noted below); 

(b) The formal "request" for the product develop- 
ment program should be submitted (there is evidence 
that this was, apparently, never done); 

(c) A copy of the "complete" Rite-Hite literature 
should be sent to Engineering (the operating instruction 
sheet for the MDL-55 had been received by Engineering 
on September 17, 1981, as an attachment to a memoran- 
dum from Hogseth (PTX-31), [**25] but other liter- 
ature, such as an ADL-100 booklet, was not provided 
until later); and 

(d) A sample of the Rite-Hite product should 
be made available to Engineering (this was done on 
December 30, 1981, as described below). 

43. On the next day, Mr. Driear carefully reviewed 
Copies of certain Rite-Hite patents/including the patent 
claiming the Model ADL-100 restraint (with a pivot- 
ing hook), and made notes regarding the claims of the 
patents (PTX-33). His notes all portray, among other 
things, the "pivoted hook" configuration shown in the 
Rite-Hite patents. 

44. About that time, Kelley's patent attorney, Glenn 
Starke, visited Mr. Driear, and they discussed the Rite- 
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Hite patents. Although the Model MDL-55 devices were 
marked "patent pending" (PTX-93), no search or study 
was made or opinion given on what patents might issue 
on the MDL-55. 

45. Also, at about this time, the vehicle restraint 
development project of Kelley was assigned the project 
number "915" and was assigned to David Bennett, a 
young engineer working under Mr. Driear 's supervi- 
sion. Mr. Bennett is now deceased. Kelley continued 
to work on communications-type systems (PTX-65). 

46. A date stamp on the OSHA instruction [**26] 
indicates that it was received by Kelley' s engineering 
department on Friday, November 20, 1981 (PTX-30). 

47. On December 29, 1981, Mr. Bennett wrote a 
memo in longhand setting forth the [*1053] "work 
schedule" for the "trailer anchoring device" (PTX-38). 
The memo sets forth a number of tasks which indicate 
that little, if any, progress had been made in the de- 
sign work up to this point, and a high priority had been 
given to obtaining additional information on Rite-Hite's 
product. A memo and monthly report dated January 14, 
1982, from Mr. Driear to Mr. Kuhns (PTX-58), also 
generally summarizes the work done on project 915 dur- 
ing December of 1981 as follows: "Conceptual work 
on truck/trailer anchoring device proceeded slowly due 
to higher priority projects." Thus, at the end of 1981, 
Kelley was still without a defined concept or significant 
development of vehicle restraint to compete with Rite- 
Hite. 

48. On December 30, 1981, the previously ordered 
Model MDL-55 Dok-Lok vehicle restraint was finally 
installed at Kelley's Tuf-Seal subsidiary (PTX-129). An 
hour after the installer left, the Kelley engineers, in- 
cluding Mr. Driear, began inspecting, disassembling, 
measuring, operating, [**27] and photographing it. 
Polaroid photographs of the device were taken then 
and later placed on file in Kelley's engineering divi- 
sion (PTX-22 through PTX-29). These photographs, 
discussed at trial, show Mr. Driear at the site of the in- 
stallation (PTX-26), the disassembled vehicle restraint 
as well as with a tape measure (PTX-24 and PTX-29) 
next to certain parts. One of these photographs shows 
the serial number tag on the device (PTX-26). At that 
time these tags indicated that patents were pending on 
the device (PTX-93). 

49. Messrs. Bennett and Driear knew, or had avail- 
able to them as of the end of December 1981, everything 
that was possible for them to know about the construc- 
tion of the Rite-Hite Model MDL-55. They knew the 
fact that it had a vertical support, a channel in the support 
for a slide, a hook mounted for vertical movement in the 



support, and a ratchet and pawl assembly that operates 
by relative movement to position the hook on the slide, 
retain it in the position, and permit downward float of 
the slide, hook, and retaining means as a unit against a 
biasing force. 

50. On the next day, Robert Kuhns sent a memo 
(PTX-55) to Mr. Driear and a copy of a publication draft 
of a [**28] Model ADL Service Bulletin that Kelley had 
obtained on May 5, 1980, stating: 

With this (I think George Zahorik has the original) and 
the Tuf-Seal Mechanical [MDL Dok-Lok], we should 
be able to move. 

51 . By January 12, 1982, the first sketches that have 
been found of Kelley's device, which embodied all of 
the features of Rite-Hite's device described above and 
claimed in the '847 patent claims 1 , 2, 3, 8, 12, and 13, 
were complete. These first sketches show the product 
that was eventually commercialized as the Truk Stop. 

52. At the trial, Kelley claimed that these January 
sketches were not the earliest sketches and that they had 
previous sketches and work. However, Kelley was un- 
able to produce any earlier sketches showing a device 
similar in any way to its Truk Stop, notwithstanding nu- 
merous requests made by Rite-Hite's counsel before and 
during the trial. In fact, on January 15, 1982 (PTX-57), 
these sketches were signed and witnessed by Kuhns and 
Driear. Furthermore, the evidence established at trial 
indicates that Kelley's practice is to have the first de- 
scription or sketch of an invention witnessed so as to 
corroborate the date and provide credible evidence of 
the [**29] date of the invention. Thus, based upon this 
evidence, the earliest sketches of the Truk Stop device 
were not made by Kelley's engineers until about two 
weeks after Kelley's same engineers viewed, operated, 
and disassembled Rite-Hite's MDL-55. 

53. By February 23, 1982, the first prototype of 
Kelley's Truk Stop restraint was complete, operating, 
and ready for testing. Photographs of this prototype 
(PTX-43) were taken by Kelley specifically for the pur- 
pose of establishing this date. 

54. On March 1, 1982, the design of the Truk Stop 
product was released at a "show and tell" demonstration, 
and by about July 1 , 1982, the product was available for 
introduction [*1054] to the representatives and produc- 
tion, shortly after the date projected by Kelley in the fall 
of 1981 (PTX-32). 

55. The evidence at trial, both through the testimony 
of Kelley's personnel and its documentation, shows that 
Kelley had given a great deal of thought to the question 
of a product that would compete with Rite-Hite's ve- 
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hide restraint, and that Kelley had made little progress 
in its own efforts to come up with a competing device 
until after its engineers had the benefit of the MDL-55 
Dok-Lok brochures and inspected, [**30] tested, and 
dismantled an actual MDL-55. 

56. The testimony at trial of Robert Engleking, a 
Kelley sales representative in Minneapolis in 1981 and 
1982, was uncontroverted. That evidence showed the 
commercial impact of the Rite-Hite Dok-Lok restraints, 
the need for such device, and the response of Kelley. Mr. 
Kuhns, President of Kelley, during a private showing of 
the new Truk Stop in the spring of 1982, demonstrated 
it side by side with Rite-Hite MDL-55 and explained 
the relationship between them to Mr. Engleking. 

H. Kelley Has Failed to Prove That the '847 Patent 
Is Invalid 

57. Kelley has asserted invalidity of the claims in suit 
of the '847 patent, stating that the claimed combination 
is obvious and shown in the prior art. The Court finds 
that Kelley has failed to carry forth its burden that the 
patent is invalid and holds that the claims in suit are not 
invalid. 

a. The Claimed Invention Is Nonobvious 

58. Kelley has alleged that the asserted claims are 
obvious over the prior art. On this issue the Court has 

(1) determined the scope and content of the prior art, 

(2) ascertained the difference between the prior art and 
subject matter claim, (3) determined the level of [**31] 
ordinary skill in the art, and (4) given consideration to 
the objective evidence of nonobviousness such as long- 
felt need, commercial success, failure of others, copy- 
ing, and unexpected results. Based upon the evidence 
coupled with an analysis of this indicia, the Court finds 
that the subject matter of claims 1, 2, 3, 8, 12 and 13 
are nonobvious. 

59. Kelley set forth a number of prior art ref- 
erences during the trial. Many of these references 
were before the Examiner and some of them were not. 
With respect to the references not before the Examiner, 
the Court finds that none of these are more perti- 
nent than the art before the Examiner. Along these 
lines, the Court rejects Mr. Erlandsson's testimony that 
U. S. Patent 4,282,621 (PTX-l-g), which issued to 
Anthony, et al., for a Releaseable Locking Device and 
which was not before the Examiner, is more perti- 
nent than U. S. Patent 4,264,259 (PTX-l-e), issued 
to Mr. Hipp for a Releaseable Locking Device; U. S. 
Patent 4,267,748 (PTX-lf), issued to Grunewald, et 
al., for a Releasable Locking Mechanism; and U. S. 
Patent 4,208,161 (PTX-ld), issued to Mr. Hipp, et al., 
for Device For Releasably Securing A Vehicle To An 



Adjacent Support, all of [**32] which were cited by 
the Examiner. All of these patents, discussed earlier, re- 
sulted from the Rite-Hite vehicle restraint program. The 
'621 patent teaches no more than the '259, '748, or '161 
patents, which were before the Examiner. 

60. The plethora of references set forth by Kelley in 
general fall into two categories. The first category con- 
tains ratchet and pawl references shown in a montage 
(DTX-202). The reliance on these references is based 
upon Kelley* s misapprehension of the claims as being 
specific to a ratchet and pawl as an element of the claimed 
combination. None of the claims is limited to a ratchet 
and pawl, and Rite-Hite never contended it had invented 
a ratchet and pawl. Kelley put in no evidence that any 
of the ratchet and pawl references suggested use of that 
element in the claimed combination to secure a parked 
vehicle against a stationary upright structure such as a 
dock wall. Thus, none of the prior art items in DTX- 
202 is of significance in the issue of obviousness. 

61. The second category of prior art is that shown 
in DTX-201 . These references all relate to some type of 
vehicle restraint, [*1055] but none shows the claimed 
combination of the '847 patent. [**33] The closest ref- 
erences to the asserted '847 patent claims are the work 
of Rite-Hite's development team. None of those refer- 
ences suggest going to the system of the '847 claims 
with a horizontal hook shank mounted to a follower to 
a vertical support or with a biased slide and retaining 
means for the vertically movable hook. Nor do those 
references suggest a slide, a vertically movable hook in 
the slide and retaining means to support the hook fixed 
in the slide, all vertically movable as a unit to provide 
float. 

62. The examiner had the best of these references 
before him; that is, Rite-Hite's '259, '161, and '748 
patents showing pivotally mounted hooks on a verti- 
cal wall. The Examiner was correct in finding the '847 
claims unobvious and patentable thereover. While each 
single element of the claims may have precedent in the 
prior art, as is true in most mechanical patents, the com- 
bination of elements set forth in the claims of the '847 
patent asserted here was novel. It proved a workable, ef- 
ficient, and inexpensive solution to a very long-felt need 
in the dock equipment industry and was not suggested 
in any reference. Kelley was well aware of the serious 
safety hazard, including injuries [**34] and even deaths, 
from inadvertent and accidental withdrawals of trucks 
from loading docks and the need for a practical solution 
since at least as early as 1966 when they sought patent 
protection on what they called the Panic Stop (DTX- 
183-8). 

63. There was some disagreement between the par- 
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ties at the trial about the level of ordinary skill in the art 
in the early 1980's. The Court adopts the definition of 
plaintiffs' technical expert witness Professor John Strait 
who stated that the level of skill is relatively low, and 
that a person with several years of design experience in 
the steel and machinery art would typify the ordinary 
skill. A few of the workers in the art, usually managers, 
might have an engineering degree. With this definition, 
the Court finds that the claimed combination would not 
have been obvious to one skilled in the art at the time of 
the invention. 

64. Even if this Court adopts Kelley's definition of 
the higher level of skill (a qualified engineer) suggested 
by Kelley's expert witness, Mr. Erlandsson, this Court 
finds that this invention would have been nonobvious. 

65. This finding of nonobviousness is further sup- 
ported in light of the objective evidence of unobvious- 
ness. [**35] For example, the '847 patent provided 
a solution to the long-felt need that escaped the indus- 
try, including Kelley, until after Hipp and Hahn made 
the invention and Rite-Hite began to sell the invention 
of the '847 patent as the Model MDL-55 vehicle re- 
straint. Before that time, Kelley concentrated its efforts 
on communications devices and not physical restraints, 
and even when charged with coming up with physical 
restraints, it was unable to do so. 

66. A further indicium of nonobviousness is copying 
or imitation by competitors. In this case, Kelley was not 
able to come up with a solution or a construction for a 
physical restraint on its own prior to receiving the Rite- 
Hite MDL-55 literature in the late summer of 1981 and 
having the MDL-55 installed on the dock of its Tuf-Seal 
subsidiary on December 30, 1981. Kelley's officers and 
engineers, within hours after the Rite-Hite installation 
was completed at Tuf-Seal, were inspecting, operating, 
photographing, disassembling, and measuring the Rite- 
Hite MDL-55. Within a few weeks thereafter, the Kelley 
documentary records show the first evidence of the de- 
velopment of the truck restraint that became the Truk 
Stop, including a witnessed drawing [**36] (PTX 57) 
and other subsequent indications of the construction of 
the first prototype, which was made in February of 1982 
(PTX 43). Such evidence further supports the argument 
of unobviousness. 

67. As mentioned earlier, while it is never possible 
to relate commercial success to one specific cause, the 
invention encompassed by the '847 patent is one signif- 
icant cause that has resulted in the commercial success 
of both the MDL-55 of Rite-Hite and the Kelley Truk 
Stop. 

[*1056] 68. Kelley claims that the commercial Rite- 



Hite product, the MDL-55, also incorporated an im- 
provement over the basic disclosure of the '847 patent. 
It is, of course, axiomatic in the patent law that one 
cannot avoid infringement of a basic patent, such as the 
'847 patent, by making certain improvements on the ba- 
sic structure, such as the addition of a motor drive or 
means for providing increased float as compared to the 
structure of the '847 patent. Similarly, the fact that Rite- 
Hite 's commercial product represents an improvement 
that came after the basic invention of the '847 patent 
in no way detracts from the commercial success of the 
patented structure. 

b. Kelley Has Failed to Prove Anticipation [**37] 

69. Kelley has also alleged that the asserted claims 
are shown by the prior art, although its evidence was 
vague on whether it alleged an anticipation under any 
section of 35 U.S.C. § 102. The Court finds that Kelley 
has failed to carry forth its burden on this allegation. 

70. In particular, at the trial, Kelley's technical ex- 
pert, Mr. Erlandsson, stated that prior art, such as U. S. 
Patent 621,858 issued to Schwarz for Easel and a 1977 
Ford Automobile Jack and operating manual, show the 
claimed combination in the asserted claims. Yet these 
prior art devices do not relate to the patented invention. 
They are far afield and offer no suggestion of an appa- 
ratus for restraining a parked vehicle against a station- 
ary upright structure. No single reference introduced by 
Kelley anticipates the claimed invention. Even if these 
devices include each of the claimed mechanical elements, 
their structure, interrelationship, application, and oper- 
ation vary so drastically and distinctly from the claimed 
invention that it cannot be found that these devices show 
the claimed combination. 

I. Kelley's Infringement of the '847 Patent 

71. Infringement of Claims 1, 2, 3, 8, 12, and 
13 of the '847 [**38] patent by the Kelley vehicle re- 
straint marketed under the trademark "Truk Stop" was 
proven at trial. To facilitate reading these claims, they 
were broken down at trial and compared with features 
and elements of the Kelley device. Rite-Hite's technical 
expert witness, Professor Strait, explained the relation- 
ship at the trial with the assistance of colored charts of 
the '847 patent drawings (PTX-10>and Kelley's device 
(PTX- 14) as well as demonstrations of various mod- 
els. In particular, Professor Strait showed how the as- 
serted claims of the '847 patent read on the drawings of 
the '847 patent (PTX-10 and PTX-10-A), the Model 
MDL (PTX-19), the Model MDL-55 (PTX-123) (the 
improved Model MDL, which has met with commercial 
success in the marketplace through sales of over 1,800 
units), and Kelley's Truk Stop device (PTX-21). 
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72. Claims 1, 2, 3, 8, 12, and 13 of the '847 patent, 
as asserted against Kelley's product and in the form as 
relied upon by the plaintiffs at trial in PTX 11, 12, and 
13, are as follows: 

CLAIM 1 

A releasable locking device for securing a parked vehi- 
cle to an adjacent relatively stationary upright structure, 
said device comprising 

(a) a first means [**39] mountable on an exposed surface 
of the structure, 

(b) a second means mounted on said first means for sub- 
stantially vertical movement relative thereto between op- 
erative and inoperative modes, 

(c) the location of said second means when in an in- 
operative mode being a predetermined distance beneath 
the location of said second means when in an operative 
mode and in a non-contacting relation with the vehicle, 

(d) and third means for releasably retaining said second 
means in an operative mode, 

(e) said second means including a first section project- 
ing outwardly a predetermined distance from said first 
means and the exposed surface of the structure, one 
[*1057] end of said first section being mounted on said 
first means for selective independent movement relative 
thereto along a predetermined substantially vertical path, 
and a second section extending angularly upwardly from 
said first section and being spaced outwardly a substan- 
tially fixed distance from said first means and the ex- 
posed surface of the structure, 

(0 said second means, when in an operative mode, being 
adapted to interlockingly engage a portion of the parked 
vehicle disposed intermediate to second [**40] section 
and said first means, 

(g) said second means, when in an inoperative mode, be- 
ing adapted to be in a lowered nonlocking relation with 
the parked vehicle. 

CLAIM 2 

The device of claim 1 wherein 

(a) the first means includes a first member fixedly mount- 
able on the structure exposed surface and a second mem- 
ber slidably mounted on said first member for limited 
independent substantially vertical relative movement, 

(b) said second member being upwardly biased to as- 
sume a normal elevated rest position with respect to said 
first member, 

(c) said second member and said second and third means 
being movable as a unit downwardly from said normal 



rest position only when a depressive external force ex- 
erted on said second means, while the latter is retained 
in an operative mode, exceeds the biasing force applied 
to said second member. 

CLAIM 3 

The device of claim 2 wherein 

(a) the third means includes a first element carried by 
said second means and coacting with a complemental 
second element carried by the second member of said 
first means to prevent movement of said second means 
from an operative mode to an inoperative mode. 

CLAIM 8 

The [**41] device of claim 1 wherein the third means 
automatically retains the second means in an operative 
mode. 

CLAIM 12 

The device of claim 1 wherein 

(a) the first means includes elongated upright guide 
means, 

(b) and the first section of the second means includes 
guide-engaging elements carried on the one end of said 
first section and continuously maintaining said first sec- 
tion in an outwardly projecting relation with respect to 
said first means. 

CLAIM 13 

A releasable locking device for securing a parked vehicle 
to an adjacent upright structure, said device comprising 

(a) a first means having a first member fixedly mount- 
able on the structure and a second member mounted on 
said first member for limited substantially vertical rel- 
ative movement, said second member being upwardly 
biased to assume a normal rest position, 

(b) second means mounted on said first means for sub- 
stantially vertical movement relative thereto between op- 
erative and inoperative modes, 

(c) the location of said second means when in an in- 
operative mode being a predetermined distance beneath 
the location of said second means when in an operative 
mode, 

(d) and third means for [**42] releasably retaining said 
second means in an operative mode, 

(e) said third means having a first element carried by the 
second member of said first means, and a complemental 
second element carried by said second means, said first 
and second elements coacting with one another to pre- 
vent movement of said second means from an operative 
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mode to an inoperative mode, 

(0 said second means including a first section project- 
ing outwardly from said first means, one end of said 
first section being connected to said first means and be- 
ing guided thereby for selective relative movement in a 
predetermined substantially vertical path, and a second 
section [*1058] extending angularly upwardly from 
said first section and being spaced outwardly from said 
first means, 

(g) said second means, when in an operative mode, be- 
ing adapted to interlockingly engage a portion of the 
parked vehicle disposed intermediate the second section 
and said first means, 

(h) said second means, when in an inoperative mode, 
being adapted to be in a nonlocking relation with the 
parked vehicle, 

(i) the second member of said first means being movable 
downwardly from the normal rest position only when 
[**43] a depressive external force exerted on said sec- 
ond means, while the latter is retained in an operative 
mode, exceeds the biasing force applied to said second 
member. 

73. Upon hearing all of the evidence presented at the 
trial, including the expert testimony of both Professor 
Strait (Rite-Hite's technical expert) and Mr. Erlandsson 
(Kelley's Vice President of Engineering and its technical 
expert), the Court finds that Claims 1, 2, 3, 8, 12, and 
13 of the '847 patent are infringed by Kelley's device. 

74. In particular, Professor Strait showed that the 
Kelley device, which is directed to a releasable locking 
device or vehicle restraint for securing a parked vehi- 



cle to an adjacent upright structure, such as a dockwall, 
has a frame vertically extending up the dockwall and 
secured to the exposed surface of the wall, a hook as- 
sembly slidably mounted in that frame for vertical move- 
ment between an upper operative position where it will 
secure the vehicle against the wall and a lower inoper- 
ative position free of the vehicle so that the vehicle can 
be driven away from the wall. The hook assembly of 
the Kelley device also has a horizontal shank portion, a 
vertical hook portion, and a follower [**44] that moves 
in the frame between the upper operative and lower in- 
operative positions. The Kelley device also has a means 
in the form of a rack and pinion which operates with a 
reversible motor to retain the hook in its upper operative 
position but to selectively permit the hook to be released 
to its inoperative position. 

75. In addition, at the trial Professor Strait showed 
that the Truk Stop unit also includes a slide as a part 
of the fixed frame, which is urged upwardly by a bias- 
ing force in the form of a gas spring and has one part 
of the locking means, namely, the rack secured to it. A 
coacting complemental part of the retaining means, the 
pinion, is carried by the hook and engaged the rack to 
prevent accidental movement of the hook from an opera- 
tive to an inoperative position. As a result, the Truk Stop 
will move downward when subject to the force of a truck 
being loaded providing downward "float. " Upward float 
can also be accommodated by the Truk Stop unit. When 
the ICC bar moves upward, the motor is activated and 
the hook moves up with the ICC bar. 

76. During Mr. Erlandsson' s cross-examination, the 
following chart (PTX-136) was developed with respect 
to Claims 1,2, 3,8, and [**45] 12: [*1059] 



CLAIM PART KELLEY 
COLOR 

FIRST MEANS 



RITE-HITE '847 TRUK 
COLOR PATENT STOP 



First 
Member 



Light 
Blue 



Brown 



Frame Frame 



Second 
Member 



Dark 
Blue 



Orange Slide Slide _ 



SECOND MEANS Yellow 



Yellow Hook Hook 

Assembly Assembly 



THIRD MEANS 



First 
Element 



Dark Red Green 



Pawl 



Pinion & 
Worm 
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CLAIM PART 



KELLEY 
COLOR 



RITE-HITE 
COLOR 



'847 
PATENT 



TRUK 
STOP 



Second 
Element 



Light Red Purple 



Ratchet Rack 



BIASING 
FORCE 



Orange 



Blue 



Spring Spring 



This chart shows the direct correlation of the '847 patent 
claim elements and the Truk Stop elements. 

77. The Truk Stop device also has a reversible motor 
that is part of the retaining means. Kelley argued at the 
trial that its use of a rack and pinion, where the pinion is 
"driven" up the rack by a motor, avoids infringement of 
the asserted claims because the third means for releasably 
retaining the hook in an operative mode as recited in the 
claims did not cover the Kelley device. Kelley argued 
further that because a secondary objective of the Rite- 
Hite patent is to provide a device that does not require an 
electrical power source to operate, the claims are thereby 
limited to manual devices. The Court does [**46] not 
find either of Kelley' s arguments persuasive. 

78. First, the broader claims that are asserted here 
are not, in any way, limited to a ratchet and pawl. In fact, 
"means plus function" language is used which is directed 
to a desired result, i.e., "third means for releasably re- 
taining said second means in an operative mode. " During 
the trial, Kelley' s expert witness continued to apply the 
doctrine of equivalents test with respect to interpreting 
means plus function language. This is not the proper 
test. Rather, to interpret these functional claims, refer- 
ence must be made to the last paragraph of 35 U.S. C. § 
112. That paragraph states that the patentee is entitled 
to a claim covering the means described in the specifi- 
cation and equivalents that perform the stated function. 
The rack and pinion is interchangeable with a ratchet and 
pawl and is the clear equivalent of a ratchet and pawl for 
releasably retaining the hook in its operative position. 
Palumbo v. Don-Joy Co., 762 F.2d 969, slip op. at 10- 
12 (Fed. Cir. May 20, 1985). To hold otherwise would 
nullify § 112. DMA., Inc. v. Deere & Co. y 755 F.2d 
1570, 1574 (Fed. Cir. 1985). 

79. This finding, with respect to the scope [**47] 
of the "means plus function" language, is buttressed by 
the fact that other claims in the '847 patent, which are 
not asserted here, specifically recite a ratchet and pawl. 
To limit the broader claims, in the way Kelley asked this 
Court to do, would go against a rational construction of 
the claims. 



80. Furthermore, the claims are not limited to a man- 
ual device because only one of [*1060] many objectives 
set forth in the specification is to provide a device that is 
free of an electrical source. Nonasserted claims specifi- 
cally recite manual operation, and thus such a limitation 
cannot be read into the asserted claims. 

81. Even without literal infringement, the Court 
finds that Kelley' s device infringes the asserted claims 
under the doctrine of equivalents. This is so because the 
Kelley device performs the same function in substan- 
tially the same way to achieve substantially the same 
result as the claimed subject matter of the '847 patent. 

82. At the time Kelley undertook the development 
of its truck restraint, it requested its patent counsel to 
make a search of all Rite-Hite patents dealing with truck 
restraints, and Kelley received a written opinion from 
counsel that all of the [**48] Rite-Hite patents then 
issued were limited to a pivoting hook. Based on this 
opinion, Kelley proceeded to develop a truck restraint 
that did not use a pivoting hook in order to avoid conflict 
with the Rite-Hite patents. The '847 patent did not issue 
until almost a year after Kelley began to market its Truk 
Stop truck restraint. Kelley never made an infringement 
search beyond the "six patent numbers that Kelley found 
listed on the Rite-Hite device's serial number tags. Nor 
did Kelley ever cause its counsel to make an infringement 
search to determine what patents might exist or might be 
infringed by its Truk Stop restraint. Furthermore, Kelley 
never obtained an opinion from its counsel on the prob- 
ability or possibility of patents issuing on the MDL- 
55. 

J. The Unfair Competition Claims and 
Counterclaims ~s 

83. On March 16, 1984, the Court preliminarily en- 
joined Kelley from using its Truk-Stop promotional mo- 
tion picture, that motion picture having been found to be 
misleading in its depiction of Kelley's and Rite-Hite's 
truck restraining devices. 

84. Based on the testimony of Robert Kuhns that 
Kelley has taken the original motion picture off the mar- 
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ket, has replaced it with a film loop [**49] which is 
acceptable to Rite-Hite, and has no intention of show- 
ing or using the original motion picture that this Court 
found misleading, the Court finds there is no need for 
any injunctive relief at this time and that the preliminary 
injunction may be dissolved. 

85. At trial, the parties introduced evidence on their 
respective claims and counterclaims of unfair competi- 
tion against each other. This evidence failed to establish 
any need for other injunctive relief or money damages 
on the part of either party. 

II. CONCLUSIONS OF LAW 

K. Source of Applicable Law 

86. This court has jurisdiction over the parties and 
the subject matter, and venue is proper. The law appli- 
cable here is that of the United States Court of Appeals 
for the Federal Circuit and its predecessor courts, the 
Court of Customs and Patent Appeals and the Court of 
Claims. South Corp. v. United States, 690 F.2d 1368, 
1369, 215 U.S.P.Q. 657 (Fed. Cir. 1982). 

L. Widity of Patents 

87. Section 282 of the United States patent laws 
(35 U.S.C. § 282) explicitly states that a patent shall be 
presumed valid, and this presumption attaches to each 
claim independently of the other claims. Jones v. Hardy, 
727 [**50] F2d 1524, 1528, 220 U.S.P.Q. 1021, 1024 
(Fed. Cir. 1984). Moreover, this presumption encom- 
passes presumptions of novelty, nonobviousness, and 
utility — each of which are presumed to be present. 
Structural Rubber Products Co. v. Park Rubber Co., 
749 F.2d 707, 714, 223 U.S.P.Q. 1264, 1269 (Fed. Cir. 
1984). This statutory presumption of validity places the 
burden of proving facts establishing invalidity by clear 
and convincing evidence on the party asserting invalid- 
ity. Perkin-Elmer Corp. v. Computervision Corp., 732 
F.2d 888, 894, 221 U.S.P.Q. 669, 674 (Fed. Cir. 1984), 
cert, denied, 469 U.S. 857, 105 S. Ct. 187, 83 L. Ed. 
2d 120(1984). 

[*1061] M. Nonobviousness 

88. It is a condition of patentability that the in- 
vention be nonobvious, 35 U.S.C. § 103. The statutory 
presumption of patent validity carries with it a presump- 
tion of nonobviousness. Structural Rubber Products Co, 
749 F.2d at 714. 

89. In Graham v. John Deere <& Co., 383 U.S. 1, 
17, 148 U.S.P.Q. 459, 467, 15 L. Ed. 2d 545, 86 S. Ct. 
684 (1966), the Court mandated, in determining obvi- 
ousness/nonobviousness under § 103 of the patent laws, 
that factual inquiries be made into: (1) the scope and 



[**51] content of the prior art; (2) the level of ordi- 
nary skill in the pertinent art at the time the invention 
was made; (3) the differences between the claimed in- 
vention and the prior art; and (4) objective evidence of 
nonobviousness, e.g., long-felt needs, commercial suc- 
cess, failure of others, copying, and unexpected results. 
Perkin-Elmer Corp., 732 F.2d at 894; Jones, 727 F.2d at 
1527, 1529-31; Environmental Designs, Ltd. v. Union 
Oil Co., 713 F.2d 693, 695-97, 218 U.S.P.Q. 865, 867- 
69 (Fed. Cir. 1983), cert, denied, 464 U.S. 1043, 104 
S. Ct. 709, 79 L. Ed. 2d 173 (1984). The invention of 
Claims 1, 2, 3, 8, 12, and 13 of the '847 patent would 
not have been obvious as a whole to a person of ordinary 
skill in the art in the spring of 1981. 

a. The Invention As a Whole Compared to the Prior 

Art 

90. Section 103 requires the consideration of 
whether the invention would or would not have been 
obvious "as a whole" to one of ordinary skill in the art 
to which that subject matter pertains at the time the in- 
vention was made. Perkin-Elmer Corp., 732 F.2d at 
894; Jones, 727 F.2d at 1529. Failure to consider the 
claimed invention "as a whole" would be an error of 
law. [**52] W. L. Gore & Associates Inc. v. Garlock, 
Inc., Ill F.2d 1540, 220 U.S.P.Q. 303, 309 (Fed. Cir. 
1983), cert, denied, 469 U.S. 851, 105 S. Ct. 172, 83 
L. Ed. 2d 107 (1984). In this case, there was no real ve- 
hicle restraint art or industry when Rite-Hite introduced 
its first Dok-Lok restraint. The "art" consisted of the 
work of Rite-Hite's development team as exemplified 
in Rite-Hite's earlier patents. 

91. Factors that are considered in determining the 
level of "ordinary skill in the art" may include: (1) the 
educational level of one of ordinary skill; (2) the types 
of problems encountered in the art; (3) the prior art so- 
lution to those problems; (4) the rapidity with which 
innovations are made; and (5) the sophistication of the 
technology. Not all of these factors need be considered 
in every case, and often one or more factors may pre- 
dominate or are given more weight in a particular case. 
Environmental Designs, 713 F.2d at 696-97. 

92. Additionally, although it is proper to note the 
difference existing between the claimed invention and 
trie prior art, because that difference may serve as one 
element in determining the obviousness/nonobviousness 
issue, it is improper merely [**53] to consider the dif- 
ference as the invention. The "difference" may appear 
to be slight, but it can be the key to success and ad- 
vancement in the art. Furthermore, it is irrelevant in 
determining obviousness that all or all other aspects of 
the claimed invention are well known, in a piecemeal 
mariner, in the art, since virtually every patent can be 
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described as a "combination patent" or a "combination" 
of old elements. Jones, 121 R2d at 1528. There is ab- 
solutely no basis in the law for treating combinations 
of old elements differently in determining patentability. 
Fromson, 755 F.2d at 1555-56. 

93. Moreover, the mere fact that the disclosures 
or teachings of the prior art can be retrospectively 
combined for purposes of evaluating the obvious- 
ness/nonobviousness issue does not make the combina- 
tion obvious unless the art also suggested the desirabil- 
ity of the combination or the inventor's beneficial re- 
sults or the advantage to be derived from combining the 
teachings. Fromson, 755 F.2d at 1556; In re Sernaker, 
702 F.2d 9^9, 995-96, 217 U.S.P.Q. 1, 6-7 (Fed. Cir. 
1983); In relmperato, 486 F.2d 585, 587, 179 U.S.P.Q. 
730, [*1062] 732(CCPA 1973). There is no such [**54] 
suggestion in this case. 

94. In Lindemann Maschinenfabrik GMBH v. 
American Hoist and Derrick Co., 730 F.2d 1452, 221 
U.S.P.Q. 481 (Fed. Cir. 1984), a patent for hydraulic 
scrap shears was held valid and nonobvious even though 
it specifically stated in the specification that it disclosed 
and claimed a combination of features previously used 
in two separate prior devices. The Court explained: 

Nothing in the references alone or together suggests the 
claimed invention as a solution to the problem of crush- 
ing rigidly massive scrap. There was nothing whatever 
of record, therefore, to support the district court's state- 
ment that the claimed machine possessed "another known 
procedure operating in a known manner to produce a 
known result" or its conclusion that Lindemann (the in- 
ventor) knew . . . that a small sidewall ram could most 
economically process large scrap. 

Lindemann, 730 F.2d at 1462. 

95. Thus, even if all the elements recited in the 
claims of the '847 patent were in existence at the time of 
the invention, the fact remains that the combination of 
these elements for the purpose as set forth in the claims 
is nowhere suggested and is a nonobvious advance in 
[**55] the art of vehicle restraints. 

b. The Advance in the Art Provided by the Invention 
in Suit 

96. The objective evidence of nonobviousness dis- 
cussed by the Court in Graham may be the most per- 
tinent, cogent, probative, and revealing evidence avail- 
able to aid in reaching a conclusion on the obvious- 
ness/nonobviousness issue and is of substantial signifi- 
cance in this case. Simmons Fastener Corp. v. Illinois 
Tool Wbrks, Inc. , 739 F.2d 1573, 1575-76, 222 U.S.P.Q. 
744, 746-47 (Fed. Cir. 1984), cert, denied, 471 U.S. 



1065, 105 S. Ct. 2138, 85 L. Ed. 2d 496 (1985). In 
fact, such evidence of the objective considerations must 
be considered as part of all the evidence in all cases. In 
re Piasecki, 745 F.2d 1468, 1471, 223 U.S.P.Q. 785 
(Fed. Cir. 1984). These tests include: 

(1) Did the patented invention fulfill a long-felt 
need in the industry to which it applied? Ortho 
Pharmaceutical Corp. v. American Hospital Supply 
Corp., 534 F.2d 89, 93, 190 U.S.P.Q. 397, 400-01 (7th 
Cir. 1976); Rex Chainbelt, Inc. v. General Kinematics 
Corp., 363 F.2d 336, 337, 150 U.S.P.Q. 319, 320 (7th 
Cir. 1966). 

(2) Did others try and fail to meet the need that the 
invention ultimately [**56] satisfied? 

(3) Did the patented invention meet with substan- 
tial success upon its introduction to the market? Rex 
Chainbelt, Inc., 363 F.2d at 337; Continental Can Co. 
v. Anchor Hocking Glass Corp., 362 F.2d 123, 124, 150 
U.S.P.Q. 1,2 (7th Cir. 1966). 

(4) Did the accused infringer recognize that the in- 
vention was truly meritorious? AMP, Inc. v. Molex 
Products Co., 329 F. Supp. 1364, 1371, 170 U.S.P.Q. 
2, 7(N.D. 111. 1971). 

97. Evidence may often establish that an invention 
which appeared at first blush to have been obvious was 
not in view of the secondary considerations. Fromson, 
755 F.2d at 1556. When a structure such as the '847 
patent goes undiscovered for years and then enjoys sub- 
stantial commercial success, there is strong evidence of 
unobviousness. 

98. One cannot escape the fact that the solutions to 
dock hazards by preventing vehicle separation eluded 
the industry for years. Rite-Hite's invention claimed in 
the '847 patent satisfied a long and widely-felt need, 
and Rite-Hite succeeded where others, including Kelley 
prior to copying, had failed. Atlas Powder Co. v. E. 
I. DuPont de Nemours & Co., 750 F.2d 1569, 1574- 
76, 224 U.S.P.Q. 409 (Fed. Cir. 1984); [**57] Lang v. 
Prescon Corp., 545 F. Supp. 933, 945-46, 217 U.S.P.Q. 
839 (D.Del. 1982); Tracor, Inc. v. Hewlett-Packard Co., 
519F.2d 1288, 1306, 186 U.S.P.Q. 468 (7th Cir. 1975). 
At the time Rite-Hite's claimed indention was made, no 
known device accomplished the [*1063] same results 
in a similar manner. Rite-Hite's invention, in fact, sat- 
isfied this particular need in a unique manner. That is 
invention. Jones, 121 F.2d at 1531. 

99. One of the advantages of Rite-Hite's invention 
is that it uses a simple means to maintain the restraint 
in the elevated, operative position. The '847 patent dis- 
closes a ratchet and pawl as one means to retain the hook 
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in its upper position. But none of the asserted claims 
recite a ratchet and pawl or even just hook retaining 
means. Rather, a combination of elements coacting in a 
novel and unobvious manner are recited. The advantage 
of the combination went unrecognized for years by the 
industry, though ratchets and pawls, as well as racks and 
pinion gears, were well known. This supports the unob- 
viousness of the patent in suit. Jones, 727 F.2d at 1530. 
If anything, Kelley's reliance on earlier devices in the 
vehicle industry, such as an automobile [**58] jack, as 
well as its own patent for its Panic Stop using ratchet 
and pawl combinations, shows that no one before Rite- 
Hite, even with the art before him, ever thought of the 
combination of the '847 patent. 

100. The imitation of the patented invention by an 
alleged infringer is strong evidence of what it thinks of 
the patent in suit and is persuasive of what the rest of the 
world ought to think. Anderson Co. v. Sears, Roebuck 
& Co., 165 F. Supp. 611, 623, 119 U.S.P.Q. 236, 244 
(N.D. 111. 1958), modified on other grounds 265 F.2d 
755, 121 U.S.P.Q. 161 (7th Cir. 1959). Here, Kelley's 
failure to develop a vehicle restraint prior to having ac- 
cess to Rite-Hite's vehicle restraint and Kelley's adop- 
tion of the vertically moving hook and other elements 
claimed in the '847 patent provide additional evidence 
of unobviousness. Lang, 545 F. Supp. at 945-46. In 
fact, Kelley's vehicle restraint, which was identified by 
Kelley 's personnel as "Kelley ' s version of the Dok-Lok" 
(PTX-36), was nonexistent until Kelley obtained litera- 
ture relating to Rite-Hite's vehicle restraint and actually 
inspected, disassembled, and photographed the Rite- 
Hite product. General Monitors, Inc. v. Mine Safety 
[**59] Appliances Co., 211 U.S.P.Q. 1 126, 1 140 (CD. 
Cal. 1981). Indeed, the imitation and copying by Kelley 
was strong evidence that Kelley believed that invention 
lay in the Rite-Hite product. Ackermans v. General 
Motors Corp., 202 F.2d 642, 645, 96 U.S.P.Q. 281 
(4th Cir. 1953), cert, denied, 345 U.S. 996, 97 L. Ed. 
1403, 73 S. Ct. 1139 (1953). 

101. A further indicium of nonobviousness was the 
evidence that Rite-Hite's invention has also had con- 
siderable commercial success. Rite-Hite has sold well 
over 1 ,800 MDL-55 restraints falling within the asserted 
claims of the '847 patent (PTX 81). There is no ques- 
tion that a substantial cause of this commercial success is 
the claimed configuration. Fromson, 755 F.2d at 1556- 
58; Magnavox Company v. Chicago Dynamic Industries, 
201 U.S.P.Q. 25, 27 (N.D. 111. 1977). 

N. The Prior Art Does Not Show the Claimed 
Invention 

102. To assert that a patent claim is anticipated under 
35 U.S.C. § 102, a party must demonstrate identity of 



invention. Kalman v. Kimberly-Clark Corp., 713 F.2d 
760, 771 (Fed. Cir. 1983), cert, denied, 465 U.S. 1026, 
104 S. Ct. 1284, 79 L. Ed. 2d 687 (1984). The determi- 
nation that a claimed invention [**60] is "anticipated" 
under § 102 is a factual determination. Lindemann 
Maschinenfabrik GMBH v. American Hoist & Derrick 
Co., 730 E2d 1452, 1458 (Fed. Cir. 1984). 

103. One who seeks such a finding of anticipation 
must show that each and every element of the patent 
claim is found, as arranged in the claim, either ex- 
pressly described or implicitly described under appro- 
priate principles of inherency, in a single prior art ref- 
erence, or that the claimed invention was previously 
known or embodied in a single prior art reference, or that 
the claimed invention was previously known or embod- 
ied in a single prior art device or practice. Lindemann 
Maschinenfabrik GMBH, 730E.2d at 1458. "Unless all 
of the same elements are found in exactly the same sit- 
uation and united in the [*1064] same way to perform 
an identical function, there is no anticipation." National 
Business Systems, Inc. v. AM International, Inc., 546 
F. Supp. 340, 350 (N.D. 111. 1982), ajf'd, 743 E2d 
1227 (7th Cir. 1984), cert, denied, 471 U.S. 1110, 53 
U.S.L.W. 3808, 85 L. Ed. 2d 861, 105 S. Ct. 2345 
(1985). 

O. Kelley' s Infringement of the '847 Patent 

104. The United States patent laws state that [**61] 
whoever without authority makes, uses, or sells any 
patented invention within the United States during the 
term of the patent infringes the patent. 35 U.S.C. § 
271(a). The patent owner has the burden of proving 
infringement by a preponderance of the evidence. This 
burden extends to infringement under the doctrine of 
equivalents as well as to literal infringement. Hughes 
Aircraft Co. v. United States, 111 F.2d 1351, 1361, 219 
U.S.P.Q. 473 (Fed. Cir. 1983). 

105. The issue of infringement raises at least two 
questions: (1) what is patented, n2 and (2) has what 
is patented been made, used, or sold by another. The 
first is a question of law; the second is a question of 
fact. SSIH Equipment S.A. v. U. S. International Trade 
Commission, 718 F.2d 365, 376, 218 U.S.P.Q. 678, 688 
(Fed. Cir. 1983); Fromson v. Advance Offset Plate, Inc., 
720 E2d 1565, 1569, 219 U.S.P.0. 1137, 1140 (Fed. 
Cir. 1983). In this case, Rite-Hite obtained a patent 
claiming a vehicle restraint having a combination of el- 
ements performing recited functions. The Truk Stop de- 
vice, made and sold by Kelley, infringes the asserted 
claims. 

n2 In a patent infringement action, patent 
claims measure the invention and define the 
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boundaries of patent protection. Reese v. Elkhart 
Welding & Boiler Wbrks Inc., 447 F.2d 517, 171 
U.S.P.Q. 129(7thCir. 1971). 

[**62] 

a. Literal Infringement 

106. If an allegedly infringing product falls literally 
within the claim when the words are given their proper 
meaning, infringement is made out, and that is the end 
of the inquiry. Graver Tank and Mfg. Co. v. Linde Air 
Products Co., 339 U.S. 605, 607, 85 U.S.P.Q. 328, 94 
L. Ed. 1097, 70 S. Ct. 854 (1950). 

107. The question of infringement is resolved by 
comparing the accused device with the claims of the 
patent, not with the structure described in the patent 
or the patentee's commercial device. Martin v. Barber, 
755 F.2d 1564, 1567, 225 U.S.P.Q. 233, 235 (Fed. Cir. 
1985). The claims of a patent are to be construed in light 
of the specification, and both are to be read with a view 
to ascertaining the invention. United States v. Adams, 
383 U.S. 39, 49, 148 U.S.P.Q. 479, 482, 15 L. Ed. 2d 
572, 86 S. Ct. 708 (1966). Each claim must be consid- 
ered as defining a separate invention. Jones, 727 F.2d 
at 1528. In construing or interpreting a claim, a whole 
host of facts (e.g., patent disclosure, the prosecution 
history in the Patent and Trademark Office, the prior art 
and comparison with other claims) may be considered. 
Graham, 383 U.S. at 32-33; [**63] Fromson, 720 F.2d 
at 1569-71. 

(1) "Means Plus Function" Claims 

108. The independent claims in the '847 patent uti- 
lize "means plus function" language. Title 35 U.S.C. 
§ 1 12 is used to interpret these functional claims and 
states: 

An element in a claim for a combination may be ex- 
pressed as a means or step for performing a specified 
function without the recital of structure, material, or acts 
in support thereof, and such claim shall be construed 
to cover the corresponding structure, material or acts 
described in the specification and equivalents thereof. 
[Emphasis added.] 

To interpret the statute as limited to a particular means set 
forth in the specification would be to nullify that pro- 
vision of § 112. The patentee's claim covers all com- 
binations which utilize as the stated means the struc- 
ture described in the specification for performing the 
stated function and also all combinations that utilize any 
[*1065] structure which is the equivalent of that de- 
scribed structure insofar as it performs the stated func- 
tion. D.M.I. , Inc. v. Deere & Co., 755 F.2d 1570, 1574 
(Fed. Cir. 1985). The Court in Palumbo v. Don-Joy 



Co., 762 F.2d 969, slip op. [**64] at 9 (Fed. Cir. 
May 20, 1985), recognized that a "means plus function" 
claim is construed "to cover both the disclosed struc- 
ture and equivalents thereof" for performing the stated 
function. The Court in Palumbo added that an impor- 
tant factor in the determination of equivalents is whether 
persons reasonably skilled in the art would know of the 
interchangeability of an ingredient not contained in the 
patent with one that was. Palumbo, slip op. at 10. 

109. In construing such a claim, a number of factors 
may be considered: (1) the language of the claim, (2) 
the patent specification, (3) the prosecution history of 
the patent, (4) other claims in the patent, and (5) expert 
testimony. Once these factors are weighed, the scope of 
the "means" claim may be determined, and whether the 
Kelley device is a § 112 equivalent of the described em- 
bodiment is a question of fact-. Palumbo, slip op. at 9- 
10. Here, looking to the prosecution history of the '847 
patent, the amendments to the claims and description 
following the citation of the Taylor, et al., patent makes 
it clear that the scope of equivalents for the third means 
is broad. 

110. In addition, Kelley cannot escape infringement 
[**65] by the mere fact that its Truk Stop restraint is 
more or less efficient than the subject matter Rite-Hite 
claimed, or performs additional functions or adds fea- 
tures or is an improvement. Amstar Corp. v. Envirotech 
Corp., 730 F.2d 1476, 1481-82, 221 U.S.P.Q. 649, 653 
(Fed. Cir. 1984), cert, denied, 469 U.S. 924, 83 L. Ed. 
2d 240, 105 S. Ct. 306, 224 U.S.P.Q. 616 (1984); Radio 
Steel & Manufacturing Co. v. MTD Products, Inc., 731 
F.2d 840, 848, 221 U.S.P.Q. 657 ( Fed. Cir. 306, 224 
U.S.P.Q. 616 (1984); Radio Steel & Manufacturing Co. 
v. MTD Products, Inc. ,131 F.2d840, 848, 221 U.S.P.Q. 
657 (Fed. Cir. 1984), cert, denied, 469 U.S. 831, 83 L. 
Ed. 2d 62, 105 S. Ct. 119 (1984); Atlas Powder Co., 
750 F.2d at 1579-81. Nothing in the claims of Rite- 
Hite' s patent limit the invention to a manual device or 
one with communications apparatus. 

111. Furthermore, the broader claims asserted here 
cannot be construed to be limited to a ratchet and pawl 
as the "third means," or to manual operation. This law 
is applicable here because Claims 5, 6, and 7 of the '847 
patent, which are not asserted, recite that the third means 
includes a ratchet and pawl, and Claims 4 and 9 recite 
[**66] manual operation. These narrow claim limita- 
tions cannot be read into the broader claims to avoid 
infringement. D.M.I. , 755 E2d at 1574. 

b. Doctrine of Equivalents 

112. Kelley cannot avoid a finding of infringement 
by arguing that its device falls outside a literal reading 
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of the claims of the '847 patent. Although the claims of 
a patent are the measure of the protected invention, the 
judicially created "doctrine of equivalents" adds latitude 
and breadth to the application of claim language in order 
to prevent the infringer from perpetrating n a fraud on a 
patent." Graver Tank and Mfg. Co. v. Linde Air Products 
Co., 339 U.S. 605, 608, 85 U.S.P.Q. 328, 94 L. Ed. 
1097, 70 S. Ct. 854 (1950). The doctrine of equivalents 
is designed to protect a patentee, such as Rite-Hite, from 
an infringer, such as Kelley, who appropriates the inven- 
tion even if the infringer avoids the literal language of 
the claims. As such, a finding of infringement is in 
order here because Kelley' s device performs the same 
function in substantially the same way to achieve sub- 
stantially the same result as the claimed invention. Atlas 
POwder Co., 750 F.2d at 1579-81 ; Sanitary Refrigerator 
Co. v. [**67] Winters, 280 U.S. 30, 42, 74 L: Ed. 
147, 50 S. Ct. 9 (1929); Graver Tank, 339 U.S. at 607. 
Under this doctrine, Rite-Hite's claims are infringed by 
Kelley 's imitation even if Kelley did not precisely clone 
every literal detail of Rite-Hite's claimed invention. 

[*1066] 113. The range of equivalents to which a 
patent claim is entitled is on a sliding scale depending on 
the nature of the invention. John Zink Co. v. National 
Airoil Burner Co., 613 F.2d 547, 555, 205 U.S.P.Q. 
'494 (5th Cir. 1980); Mien v. Gomez & Andre Tractor 
Repairs, Inc., 438 F. Supp. 763, 766, 196 U.S.P.Q. 224 
(M.D. La. 1977), aff'd, 607 F.2d 1004 (5th Cir. 1979). 
In particular, when a patented invention has had "signifi- 
cant commercial success" or the patent is of the "pioneer 
type," the patent claims are to be construed liberally and 
are not to be limited to the identical means and mode of 
operation shown in the patent. Graver Tank, 339 U.S. at 
608-09; King-Seeley Thermos Co. v. Reynolds Products, 
Inc., 322 F. Supp. 713, 720 (N.D. 111. 1970); Chicago 
Patent Corp. v. Genco, Inc., 124 F2d 725, 728 (7th 
Cir. 1941). The broadest protection is given to "a patent 
covering a function never [**68] before performed, a 
wholly novel device, or one of such novelty and impor- 
tance as to mark a distinct step in the progress of the 
art." Ziegler v. Phillips Petroleum Co., 483 F.2d 858, 
870, 177 U.S.P.Q. 481 (5th Cir. 1973), cert, denied, 
414 U.S. 1079, 180 U.S.P.Q. 1, 38 L. Ed. 2d 485, 94 
S. Ct. 597 (1973). The Rite-Hite patent is a pioneer 
patent because it claims a vehicle restraint that functions 
in a novel manner, unlike any of the earlier restraints of 
Rite-Hite or anyone else. 

114. Broad protection is given not only to so-called 
pioneer patents, but also patents that make a substantial 
contribution to an existing art and patents that consist of 
a combination of old ingredients that produce new and 
useful results. Graver Tank, 339 U.S. at 608; Julien, 
438 F. Supp. at 766. Accordingly, the claims of a patent 



are entitled to a range of equivalents commensurate with 
the scope of the invention. Ziegler, 483 F.2d at 869. 
In this instance, because of the significant advance in 
the art presented by the Rite-Hite '847 patent and the 
manifest commercial success, the claims are given the 
broadest possible interpretation. 

1 15. In addition, the mere use by Kelley of a [**69] 
component that may be more sophisticated than that 
disclosed in the specific embodiment of the Rite-Hite 
patent does not allow Kelley to escape an appropriate 
range of equivalents and thereby avoid infringement of 
the claimed invention. Hughes Aircraft Co., 717 F.2d 
at 1365-66; Atlas Powder Co., 750 F.2d at 1579-81; 
Bendix Corp. v. United States, 220 Ct. CI. 507, 600 
F.2d 1364, 1382, 204 U.S.P.Q. 617, 631 (1979). 

P. Rite-Hite's Right to Recover Prejudgment Interest 

116. In addition to the other relief recoverable for 
infringement of its patent, the patentee should recover 
prejudgment interest as provided in 35 U.S.C. § 284 in 
order to prevent the infringer from having the benefit of 
the use of the money which it would have been paying 
in royalties. General Motors Corp. v. Devex Corp., 461 
U.S. 648, 103 S. Ct. 2058, 76 L. Ed. 2d 211 (1983). 

117. The asserted claims of the '847 patent are not 
invalid and are infringed by Kelley by making and sell- 
ing the Truk Stop vehicle restraint. 

Q. Multiplied Damages and Attorneys ' Fees Are Not 
Warranted 

118. Under 35 U.S.C. § 284, multiplied damages 
up to three times the amount found or assessed may be 
awarded by [**70] the Court. Kelley's activities here 
do not warrant such an award. 

119. The activities of Kelley and the circumstances 
of this case are not sufficiently exceptional to prompt an 
award of attorneys' fees under 35 U.S.C. § 285. 

III. STAY OF EXECUTION 

120. Kelley has moved for a stay of injunction pend- 
ing appeal. The motion is technically premature because 
a notice of appeal has not yet been filed, but the Court has 
the authority to grant a stay conditioned on the movant's 
filing of a notice of appeal within~a specified period. 

[*1067] 121. Under Fed. R. Civ. P. 62(c), the 
Court may in its discretion suspend a final judgment 
granting an injunction if the party seeking suspension 
of the judgment pending appeal can show: (1) that it is 
likely to prevail on the merits on appeal; (2) that unless 
a stay is granted it will suffer irreparable injury; (3) that 
a stay would not substantially harm other parties to the 
litigation; and (4) that a stay is in the public interest. 
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Adams v. miker, 488 F.2d 1064, 1065 (7th Cir. 1973); 
Decker v. U. 5. Department of Labor, 485 F. Supp. 837, 
844 (E.D. Wis. 1980). A showing of absolute probabil- 
ity of success on the merits on appeal need [**71] not be 
made if the injunction would destroy the status quo, ir- 
reparably harming the appellant, and granting of the stay 
will cause only slight harm to the appellee. Providence 
Journal Co. v. Federal Bureau of Investigation, 595 F.2d 
889 (1st Cir. 1979). 

122. Upon consideration of the foregoing factors and 
the affidavit of Kelley which has been submitted in cam- 
era, I conclude that a stay of the injunction without bond 
should be allowed pending Kelley' s appeal. 

ORDER 



IT IS THEREFORE ORDERED that the defendant 
Kelley Company, Inc., its officers, employees, agents, 
and those in privity with them are enjoined from infring- 
ing U. S. Patent 4,373,847 by the manufacture or sale 
of vehicle restraints sold under the trademark Truk Stop 
and embodying the claimed vehicle restraint pursuant to 
35 U.S.C. § 283, and that Kelley is liable to the plaintiffs 
for damages, including prejudgment interest, as a result 
of its infringement. 

IT IS FURTHER ORDERED that Kelley's motion 
for a stay of the above-described injunction pending ap- 
peal is granted pursuant to Fed. R. Civ. P. 62(c), but 
further, this stay shall expire within thirty days of the 
filing date of this decision and order unless [**72] a 
notice of appeal is filed within that period. 
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